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rejection then reasons, based on the above passage from Clement , that because the claims are 
broader in "at least one" aspect germane to the prior art rejection in the original prosecution, the 
recapture rule bars the claims. 

But this misquotes Clement , which does not state that claims broader "in at least one" 
aspect germane to a prior art rejection are barred. Rather, the. passage in Clement states that 
claims broader in "an aspect" germane to a prior art rejection but narrower in an unrelated aspect 
are barred. Of course, that is clearly not the case here. 

The reissue claims at issue are narrower in an aspect directly related to the prior art 
rejection in the original prosecution at least because they are limited to albumin protein . 

Finally, the rejection notes: 



Whether recapture of surrendered subject matter is permitted or not 
is, of course, a different issue from whether or not the subject 
matter was surrendered during prosecution of the parent 
application, and the permissibility of the recapture is addressed in 
the final office action and elsewhere in this advised advisory 1 
action. Office Action, page 5 



Applicants strongly object to this reasoning. The law is clear that surrender is precedent 
to application of the recapture rule. In re Clement, 131 F.3d 1464, 1469 (Fed. Cir. 1997) (the 
recapture rule does not apply in the absence of evidence that the applicant's amendment was "an 
admission that the scope of that claim was not in fact patentable," Seattle Box Co. v. Industrial 
Crating & Packing. Inc. . 73LF.2d 818, 826, 221 USPQ 568, 574 (Fed. Cir. 1984)); Mentor , 998 
F.2d at 995-96, 27 USPQ2d at 1524-25; Ball, 729 F.2d at 1438, 221 USPQ at 296; Seattle Box 
Co. . 731 F.2d at 826, 221 USPQ at 574 (declining to apply the recapture rule in the absence of 
evidence that the applicant's "amendment . . . was in any sense an admission that the scope of 
[the] claim was not patentable"); In re Willingham , 48 C.C.P.A.. 727, 282 F.2d 353, 354, 357, 
127 USPQ 21 1, 213, 215 (CCPA 1960) (no intent to surrender where the applicant canceled and 
replaced a claim without an intervening action by the examiner). 

Here, the absence of surrender is apparent from the prosecution history as a whole. For 
example, applicants did not argue or distinguish the references on the basis of protein 
concentration, cross linking agent concentration, or burst strength or the distinction between 
"serum" albumin and albumin protein. Applicants did not cancel any claim during the original 
prosecution that was of the breadth of the present reissue claims. Unlike the situation in Clement 
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the applicant did not signal surrender of specific limitations in response to a series of office 
actions. 

The prosecution history of the Barrows et al. patent is relatively straightforward. There 
were only two substantive office actions prior to allowance. In the first, all of the claims were 
rejected as obvious (office action mailed March 7, 1995). In the response following this action 
(filed June 7, 1995), applicants cancelled and replaced the composition claims and a method of 
making a composition claim with a new claim set that included in the independent claims 
limitations to identify the protein a serum albumin, to specify the protein and crosslinking agent 
concentration, and to recite that the composition cured to a substantive matrix with a burst 
strength of about 10 mmHg or greater. 

The method of treatment claims, on the other hand, were not cancelled or amended in a 
substantive way. They were amended only to recite "topically" applying the adhesive mixture, 
to satisfy an examiner's objection that the claims were indefinite (see office action mailed March 



In the remarks, applicants distinguished the references on the basis that they failed to 
suggest that the combination of albumin protein and polyoxyethylene would function as a tissue 
adhesive or sealant. Specifically, applicants argued (emphasis ours): 



[0]riginal claims 1-21 were rejected under 35 U.S.C. 
§103... Importantly, there is nothing in the references, alone or 
combined, which suggests that the recited combination of serum 
albumin protein and crosslinking agent would function as an in 
vivo tissue adhesive or sealant nor is there any motivation to 
combine the references in the manner suggested. 



In the second office action, the claims were rejected as obvious over a new reference 
(office action mailed September 29, 1995). No claim amendments were made in the response 
(response filed January 26, 1996). The new reference was distinguished on the same basis 
argued in the fist office action. Applicants argued: 



7, 1995, p. 2). 



[C]laims 18-34... were rejected in the outstanding action under 35 
U.S.C. §103.. .Importantly, there is nothing in the references, alone 
or combined, which suggests that the recited combination of serum 
albumin protein and crosslinking agent would function as in vivo 
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tissue adhesive or sealant nor is there any motivation to combine 
the references in the manner suggested. Specifically, Kowanko 
does not teach or suggest using a cross-linking agent such as PEG. 
Kowanko uses PEG as a thickening agent, not as a cross-linking 
agent. See, e.g., Kowanko at column 3, lines 3-9. Furthermore, 
the Abuchowski et al. and D'Urgo references report 
immunogenically modified materials but do not teach or suggest 
adhesive or sealant properties. These listed references do not 
report any teaching or suggestion of the present invention. 

Certainly, from the remarks and amendments, it cannot be said that the broader aspects of 

the reissue claims were surrendered during the prosecution. The remarks must be specific to 

trigger a surrender. As stated in the MPEP: 

The argument that the claims limitation defined over the rejection 
must have been specific as to the limitation; rather than a general 
statement regarding the claims as a whole. In other words, a 
general "boiler plate" sentence will not be sufficient to establish 
recapture. MPEP 1412.02 

The remarks in this case do not place any special emphasis on the broader features of 
the reissue claims. While they do emphasize the importance of the combination of serum 
albumin and crosslinking agent, they do not rely on the distinction between "serum" albumin 
and albumin protein to distinguish the art. Moreover, the protein and crosslinking agent 
concentrations are not even mentioned, let alone specifically relied upon. 

It is true that there is discussion of the burst strength in both the first and second 
response. But these remarks, appearing after the references were distinguished, only emphasize 
the importance of curing to a substantive matrix. 

Finally, during the original prosecution, the method of treatment claims themselves were 
not per se amended in any substantive way. Rather it was the composition claims that were 
amended, with the method of treatment claims being amended only because they refer to the 
composition claims. This latter circumstance clearly points to an error in the original 
prosecution of not fully appreciating the method of treatment aspects of the invention which 
Applicants now seek to protect in their reissue. It is just this sort of error the reissue statute is 
meant to address. 
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Applicants urge reconsideration of the reasoning under the recapture rule and the 
application of the case law. In essence, the reasoning of the rejection proposes a rule that a 
reissue claim broader in any aspect related to an amendment in light of a prior art rejection in the 
original prosecution is barred. This is directly contrary to Ball, Richman and Clement . 

In fact, the analysis provided in the rejection is contrary to the methodology set out in the 
MPEP. For example, the MPEP states: 



If the broadening aspect of the reissue claims relates to subject 
matter previously surrendered, the Examiner must determine 
whether the newly added narrowing limitation in the reissue claim 
modifies the claim such that the scope of the claim no longer 
results in a recapture of the surrendered subject matter. If the 
narrowing limitation modifies the claim in such a manner that the 
scope of the claim no longer results in a recapture of the 
surrendered subject matter, then there is no recapture. In this 
situation, even though a rejection based on recapture is not made, 
the examiner should make of record the reason(s) why, as a result 
of the narrowing limitation, there is no recapture. MPEP 1412.02 



Thus, even if certain broadening aspects of the reissue claims do relate to subject matter 
that was indeed surrendered, the examiner must still consider the narrower aspects of the claims 
to see if the scope of the claim results in recapture of the claims surrendered. The analysis in the 
rejection does not even reach this issue, finding instead that any broadening related to subject 
matter added to a claim during the original prosecution triggers a bar. 

If the MPEP is wrong, applicants request that the PTO make that clear. Otherwise, 
applicants request reconsideration in view of the fact that the reissue claims are narrower than 
the claims cancelled during prosecution. It is beyond dispute that all of the reissue claims are 
limited to albumin protein, where the original claims were broader, not limited to any protein. 
These claims clearly cannot be seeking to recapture the subject matter of the original claims. 

For the Examiner's convenience, Applicants enclose herewith Federal Reporter copies of 
In re Clement . In re Ball Corporation v. The United States , and Application of Richman . 

Applicants submit that the recapture rule rejection should be withdrawn. 
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Please apply any other charges or credits to Deposit Account No. 06-1050. 
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an inver , different from that . claimed 

in the P atent ro( l uires th t * 

double patenting rejection also be re- 
versed. 

' The decision of the board is reversed. 
Reversed. 



Patents 

Claims 9-11 of application for patent 
relating to spark plug adapted for use 
at high indicated mean effective pres- 
sures and over wide temperature ranges 
without gas leakage and to method of 
making the plug were properly rejected 
on ground of obviousness. 35 U.b.^A- 
§103. 



" Application of Michael A. BRETSCH. 
patent Appeal No. 8115. 

United States Court of Customs 
and Patent Appeals. 

April IT, 1969. 



Owen & Owen, Toledo, Ohio, attorneys 
of record, for appellant. John C. Purdue, 
Toledo, Ohio, Vincent L. Barker, Jr., To- 
ledo, Ohio, of counsel. 

Joseph SchimmeL Washington, D. 0, 
for the Commissioner of Patents. Joseph 
Nakamura, Washington, D. C, of counsel. 

Before WORLEY, Chief 
RICH, ALMOND and BALDWIN, 
Judges. 



Proceeding in matter of application 
for a patent. The Board of Appeals 
of the United States Patent Office, Sen- 
ol No 359,203 affirmed the decision of 
£e examiner rejecting claims as un- 
patentable and applicant appealed. The 
United States Court of Customs and Pat- 
ent Appeals, Worley, C. J. held that 
claims 9-11 of application for patent re- 
fating to spark plug adapted for use at 
Lh indicated mean effective pressures 
and over wide temperature ranges with- 
out gas leakage and to method of mak- 
ing the plug were properly rejected on 
ground of obviousness. 

Affirmed. 

i Aonearing in application serial No. 
^ST ffled April 18, 1964 and entiUed 
"Spark Pra* and Method." In his brief, 
igptoBt has withdrawn the appeal as to 

& Pat« nt 1.609,735 Issued December 
T, iSBS. 

3. U. S. Potent 2,020,967 issued November 
' 12, 1936. 

4 The specification states: 

Spark plugs are conventionally rated 
according to the indicated mean effec- 



WORLEY, Chief Judge. 
The issue here is whether the Board 
of Appeals committed reversible error in 
affirming the examiner's relation of 
daL^ll * under 35 U.S.C. § 103 as 
obvious in view of Rabezzana» consid- 
ered with Rohde.» 

The invention relates to a spark plug 
adapted for use at high indicated mean 
effective pressures 4 and over wide tem- 
perature ranges without gas leakage, 
and to a method of making the plug. 
Claim 11, to which we have added numer- 
als corresponding to elements in the ap- 
plication drawings reproduced below, is 
representative: 

11. A spark plug for an internal 
combustion engine, comprising, m 

rive pressure (IMEP) in a cylinder ^ot 
an internal combustion engine at widen 
the plug starts to cause preigniUon. 
This is determined by installing a 
spark plug in an internal combustion 
engine using the spark plug to ignite 
the gases in the combustion chamber 
of the engine. The pressure of the 
rases in the combustion chamber is 
gradually increased until preignition oc- 
curs. The indicated mean effective 
pressure to noted at wMch preigriti^ 
first occurs and this to the MEP 
rating of the spark plug. 
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cnronizing signal including means for produce a control -?-^J^£ 
confining the response of said ^ syn- 
chronizing means to noise signals dur- 
ing in-Bynchronism operation to a nar- 
/ row pass band of frequencies, whereby 
its pull-in performance from outof- 
synchronism operation is unsatisfac 

^auxiliary control system including 
a phase detector responsive jointly to 
said oscillations and said synchroniz- 
ing signal at a phase relation differ- 
ing from said desired phase relation 
and substantially unresponsive to noise 
signals for producing different control 
eff ects for out -of -synchronism oper- 
ation and in-synchronism operation; 
and circuit means for utilizing said 
control effects for modifying the out- 
of-synchronism operation of said syn- 
chronizing means in such a way that 
the pull-in performance from out-of- 
synchronism operation is substantially 
improved. 

The portion of claim 25 (set forth in full 
above) relied on by appellant as distin- 
guishing from the emphasized part of 
patent claim 3 is as follows : 
* * « means including a phase de- 
tector responsive jointly to said syn- 
chronizing signal and to said oscilla- 
tions for producing a control signal in- 



O W-© 

ue' when in in-synchronism operation 
and 'another value' when they are out -of- 
synchronism." He held that "Such dif- 
ferences do not patentably distinguish 
the two inventions, but on the contrary 
define the same invention in a slightly 
different way." 

In affirming the rejection, the board 
noted that the phase detectors of both 
disclosures provide different outputs 
when the reference generator is off fre- 
quency than when it is in synchronism 
and stated "that "Neither claim brings 
out what the difference in ^signals 
mav be if any." Further stating that 
X daims require that the "difference 
in output be used in a control system 
for pulling the oscillator back into syn- 
chronism" and that "Neither claim gives 
any details as to the system," the board 
concluded that "the claims do not define 
specifically different devices." 

However, both the exwniner and the 
board overlooked the fact that claim 26 
includes the requirement, discussed 
above in connection with the reissue 
question, that the phase detector produ* 
a signal that has a second or "another- 
value both when there is no synchronis- 
ing signal and when the out-of-synchro- 

tionsforprc,ucingacontro,s T .in. fj— -^^5 

dicative of the in-phase component be- ing^gn* «* * ^ rf preg _ 

tween said synchronizing signal and tenstic : oi tne ut aizedto 

oscillations and having one value when ent reissue W™* / ddWon to ^ 

Z £ signals are in such synchronism provide ^1 or^ ^« £ * n provided in 

at said desired phase retetion_and^ ^ c f^ t ^537 patent. Claim 26 



at saiu u«=«~- i — 

other value both when said synchroniz- 
ing signal is absent and when it is 
present but is out of such synchronism 
with said oscillations; 
The examiner conceded that there are 
differences in the disclosures of the '537 
catent and the present application. 
However, he stated that "the only dif- 
ferences'* in the critical parts of the 
ciafcare that the limitation in the pat- 
entdaims "calls for the means including 
the phase detector to produce 'different 
control effects' for out-of-snychronism 
operation and in-synchronism whereas 
claim 25 of the instant case calls for the 
means including the phase detector to 



tne circuit v* *w r — 
and claim 28, which includes the same 
limitation, thus define an invention drf- 
ferent from the invention defined by 
claim 8 of the '537 patent 

Neither the examiner nor the board 
took the position that claims 25 m A 28 
are unpatentable because the *««* n " 
between what they define and what is 
claimed in appellant's '587 paten ; would 
have been obvious to those of ordinary 
skiU in the art Certainly they ten ad- 
vanced no reason why that might be tte 
Zse Accordingly, no question of ob- 
. „Vo .Hue* and our determination 
viousness arises anew 
that these two appeaiea ™»«" 
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nizing signal and oscillations are in 
such synchronism at said desired phase 
relation thereto and for disabling said 
translation when said synchronizing 
Signal, is absent. 
Cancelled claim 8, which is more specific 
than claim 7 in this respect, recites 1 a 
circuit for applying said unidirectional 
signal to said signal-translating channel 
to control the conductivity thereof" and 
thus does not specify "enabling" and 
"disabling" of translation of the color 
signal when designated conditions pre- 
vail The corresponding recitation in 
cancelled claim 14, referred to by the 
board, likewise recites the operation of 
the circuit responsive to the unidirection- 
al control signal in terms of "controlling 
the conductivity" of the translating 
channel rather than the more specific ex- 
pressions regarding "enabling" and "dis- 
abling." 

[2, 3] It is thus apparent that each 
"of the appealed claims is mor^ restrictive 
in at least one significant respect than 
tW cfiiftHnea clai&s afid that appellant 
is not seeRriigi through the presentation 
of claims 2S-28 f to recapture the same 
subject matter that he sought in can- 
celled claims 1-15. We find no basis for 
estoppel. Neither do we find any evi- 
dence that appellant intended to settle 
for less protection than he was entitled 
to or to omit or abandon the subject 
matter he seeks here. We do find, as 
in Wesseler, that "while appellant acted 
'deliberately*, he did so in error." * The 
error, so far as the facts of record are 
concerned, can only be regarded as "error 
without any deceptive intention" within 
the terms of 35 U.S.C. § 251. The 
board's decision affirming the examin- 
er's rejection of claims 23-28 on statu- 
tory or estoppel grounds is therefore re- 
1 \6i 



The Double Patenting Rejection 



[4] This rejection was stated by the 
examiner as grounded on claims 25 and 

5 Appellant's oath states that the "errors 0 
' which are relied upon are "the failure to 
present claims of adequate scope and, 



28 "failing to distinguish over the inven- 
tion claimed by appellant" in his copend- 
ing '537 patent. y 

That patent discloses a color television 
receiver which, like that of the reissue 
application, incorporates synchronizing 
means including a first phase-detector 
circuit for maintaining a color reference 
signal generator in synchronism with a 
color synchronizing signal originating in 
the transmitter. The receiver also com- 
prises an auxiliary control system includ- 
ing a second phase detector responsive 
to the synchronizing signal and refer- 
ence generator oscillations at a different 
phase relationship than the first phase 
detector to produce different control ef- 
fects for in-synchronism and out-of-syn- 
chronism operation and circuit means re- 
sponsive to those control effects to modi- 
fy the operation of the synchronizing 
means when the reference signal genera- 
tor is out of synchronism to improve the 
pull-in performance. The particular cir- 
cuit which improves such performance is 
different from the two-mode synchroni- 
zation circuit of the reissue application 
and color killing is not provided. 

The examiner, and the board in af- 
firming, relied on a comparison of '637 
patent claim 3 and appealed claim 25. 
Appellant accepts that comparison as de- 
terminative and narrows the issue fur- 
ther to a comparison of a single portion 
of each claim. 

Patent '537 claim 3, with the signifi- 
cant portion emphasized, reads: 

3. A highly noise-immune synchro- 
nizing system for a television receiver 
comprising: means for supplying a 
synchronizing signal liable to accom- 
panying noise signals; a generator for 
generating oscillations desirably in 
synchronism with said synchronizing 
signal but which may be undesira- 
bly out-of -synchronism; synchronis- 
ing means for normally maintaining 
said oscillations in-synchronism and at 
a desired phase relation with said syn- 



particnlarly, the failure to present claims 
of the scope of claims 23-28, inclusive, 
of the reissue application." 
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the proposition that a limitation added 
to a claim in obtaining its allowance 
cannot be broadened, under present stat- 
utory law, by reissue if the limitation 
tiirra out to be more restrictive than the 
prior art required. Certainly one might 
err without deceptive intention in adding 
a particular limitation where a less spe- 
cific limitation regarding the same fea- 
ture, or an added limitation relative to 
another element, would have been suffi- 
cient to render the claims patentable over 
^the prior art. 

The solicitor's interpretation of the is- 
sue also departs from the examiner's 
position that the appealed claims "are of 
the same scope" as the cancelled claims 
and the board's view that appellant is 
trying to "recapture subject matter de- 
liberately cancelled." Moreover, the 
Wadstvorth case, cited by the examiner 
in his Answer, in that portion "particu- 
larly" approved by the board, turned on 
a comparison of the scope of the claims 
sought by reissue with the scope of the 
cancelled claims rather than on the omis- 
sion of a particular limitation added in 
the claims of the original patent 

Turning to the present claims, the 
examiner, the board, and the solicitor 
limit their consideration to the terms in 
which is couched the definition of the 
control signal which provides the color 
killing and two mode synchronization. 4 
Considering that aspect of the claims, 
each of appealed claims 24, 25, 27, and 28 
requires that the control signal in ques- 
tion have one value when the reference 
generator output is in synchronism with 
the synchronizing signal at the desired 
phase relation and "another value" both 
when the synchronizing signal is absent 
and when it is present but out of syn- 
chronise with the reference generator 
osciilSefonfl. That recitation is signifi- 
cant&Aore limited than the description 
of thi corresponding signal in cancelled 

4 In his brief here, appellant points to a 
' number of differences between certain of 
his claims and the cancelled claims involv- 
ing other aspects of the combinations 
claimed and the solicitor urges that those 
differences should not be assessed by us 



claims 1-15, typically (in claim 8) as "a 
unidirectional control signal representa- 
tive of the phase relation ef * * * 
[the] generated signal and * * * 
[the] synchronizing signal," The ap- 
pealed claim recitation sets forth that 
feature which appellant points out as 
permitting "fail safe" operation enabling 
the color signal translating circuit only 
when the receiver can operate properly 
to reproduce a color program. 

Claims 23 and 26 characterize the sig- 
nal in question as "having one value 
when said synchronizing signal and os- 
cillations [of the reference signal gener- 
ator] are in synchronism at said desired 
phase relation and another value when 
said synchronizing signal is absent." 
The corresponding recitation in cancelled 
claim 7 is "a unidirectional control signal 
of maximum magnitude when said first 
signal [reference generator signal] and 
said synchronizing signal are in phase" 
and, in cancelled claims 8 and 14, "a uni- 
directional control signal representative 
of the phase relation of said other gen- 
erated [or developed] signal and said 
synchronizing signal." Thus, appealed 
claims 23 and 26 define the control sig- 
nal in terms of conditions at synchro- 
nism on the one hand and absence of a 
synchronizing signal on the other. In 
contrast, the cancelled claims compared 
therewith define the signal in terms of 
the phase relationship between the gen- 
erated reference signal and the synchro- 
nizing signal without any reference to 
the absence of the latter signal. 

Moreover, another recitation in claims 
23 and 26, closely related to the descrip- 
tion of the control signal, is plainly more 
restrictive than corresponding recita- 
tions in the cancelled claims. Thus, 
claims 23 and 26 recite: 
♦ * * means responsive to said con- 
trol signal for enabling translation of 
said color signals when said synchro- 

becnuse they were not discussed below. 
We need not rule whether all those dif- 
ferences can properly be considered now 
because we find the appeal con i be deter- 
mind on the basis of matters which clear- 
ly are appropriate for our consideration. 
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subject matter of deliberately cancelled 
claims 1-15 would not appear to be a 
correctable error within the meaning 
of 35 USC 251. 
The examiner continued: 

More specifically, in cancelled claims 
• 1-15 for example see claims 7 and 8, 
appellant recites only broadly that the 
control signal developed there* a 
"unidirectional control signal . 
This Utter limitation does not specify 
the polarity of [sic] the magnitude of 
the control signal as contained in the 
patented claims, which consequently 
would have covered systems in which 
only a change in the level of this con- 
trol signal is necessary for the per- 
formance of the invention and which 
coverage appellant is now seeking. Ap- 
pellant was well aware of the coverage 
afforded by this limitation. As evi- 
dent from appellant's remarkB in orig- 
inal Paper No. 5, page 7, first full 
paragraph, appellant perceived that 
other polarity relationships could be 
employed to derive the benefits of his 
invention and that claims of the scope 
of cancelled claims 1-15 would be ade- 
quate to cover them. It would appear 
from this deliberate cancellation of 
claims 1-15 that appellant made, at 
best, an error in judgment. An error 
of judgment in limiting the claims is 
not correctable by reissue. See In 
rrel Wadsworth et al, 1940 CD. 78 
[107 F.2d 596, 27 CCPA 735, (1989)]. 

The second ground of rejection was 
restated by the board as follows : 

The Examiner's second reason for 
the rejection, as we understand the 
same as now presented, appears to be 
baaed upon an estoppel proposition, to 
the effect that by describing the con- 
~ <io$fiin claims 23 through 28 as in- 
Vofiinr control signals merely of dif- 
ferent values appellant is attempting 
toxecapture subject matter deliberate- 
ly cancelled by the cancellation of orig- 
inal claims 1 through 15 in the appli- 
cation resulting in the patent 
That rejection was affirmed by the 
board which stated that it agreed "par- 



ticularly" with the reasons given in the 
second quotation above from the exam- 
iner's Answer. The board further com- 
mented that the subject matter of claims 
26 and 28 "would appear to find analo- 
gous correspondence in at least cancelled 
claim 14." 

The solicitor says the question raised 
by this rejection may be stated as fol- 
lows * 

May appellant, having deliberately in- 
cluded a certain limitation in each of 
his patent claims and successfully 
urged the patentability thereof over 
prior art applied against replaced orig- 
inal claims 1-15 on the basis of a max- 
imum-zero control signal relationship 
broadly represented by the limitation, 
now omit that limitation in reissue 
claims 23-28? 
We do not consider this to be an accurate 
statement. The rejection which the 
board affirmed is grounded on the prop- 
osition that the appealed claims are di- 
rected to the same subject matter as can- 
celled claims 1-15 and that appellant is 
estopped to- "recapture" that subject 
matter by reissue. The question raised 
is whether the appealed claims are of the 
j»ame scoo« as the cancelled claims, not 
whether they lack some specific recita- 
tion absent from the cancelled claims but 
included in the patent claims. - / 

In support of his position, the solicitor 
points out that this court, in In re Wes- 
seler (supra, footnote 3), stated that 
Shepard v. Carrigan, 116 U.S. 693, e 
S.CL 493, 29 I*Ed. 723 (1886), "may he 
support for the rule that one who delib- 
erately adds a limitation to avoid the pri- 
or art cannot omit that limitation in re- 
issue claims so as to encroach upon the 
prior art * • Referring back to 
Shepard, however, it is apparent that toe 
situation there was one in which the 
omission of the added limitation would 
have resulted in the claim being drawn 
to the same subject matter as the orig- 
inal rejected claim, to which the limita- 
tion was added, thus making it unpatent- 
able over the prior art for the same rea- 
son as the original claim. fWe therefore 
find neither decision to be authority for 
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chronizing signal; means for trans- 
lating said color signals ; means includ- 
ing a color reference signal generator 
for generating reference oscillations in 
/ synchronism with said synchronizing 
signal at a desired phase relation 
thereto; means including a phase de- 
tector responsive jointly to said syn- 
chronizing signal and to said reference 
oscillations for producing a control sig- 
nal indicative of the in-phase compo- 
nent between said synchronizing signal 
and reference oscillations and having 
one value when said synchronizing sig- 
nal and oscillations are in synchronism 
at said desired phase relation and an- 
other value when said synchronizing 
signal is absent; and means responsive 
to said control signal for enabling 
translation of said color signals when 
said synchronizing signal and oscilla- 
tions are in such synchronism at said 
desired phase relation thereto and for 
disabling said translation when said 
synchronizing signal is absent. 

26. A synchronizing system which 
is highly stable in the presence of noise 
signals comprising: means for supply- 
ing a synchronizing signal liable to 
accompanying noise signals; a genera- 
tor for generating oscillations in syn- 
chronism with said synchronizing 
signal at a desired phase relation there- 
to but which may be undesirably out 
of such synchronism; synchronizing 
means for normally maintaining said 
oscillations in such synchronism at said 
desired phase relation with said syn- 
chronizing signal including means for 
confining the response of said synchro- 
nizing means to noise signals during 
in-synchronism operation to a narrow 
pass band of frequencies, whereby its 
pull-in performance from out-of-syn- 
chronism is unsatisfactory; means in- 
cluding a phase detector responsive 

3. Tfcfc phrase 'inadvertence, accident, or 
mistake'* does not appear in 35 U.S.C. 
§ .251 bat is derived from the patent stat- 
utes in force prior to the 1052 Act, 85 
U.S.C. I 64. Sec 4916 R.S. We pointed 
out in In re Wesseler, 367 Fid 838, 54 
CCPA 735, that the term "error," as set 
oat in 35 U.S.C. | 251, M ia to be interpret- 

409F.2d— 18 



jointly to said synchronizing signal 
and to said oscillations for producing a 
control signal indicative of the in-phase 
component between said synchronizing 
signal and oscillations and having one 
value when said signals are in such 
synchronism at said desired phase re- 
lation and another value both when 
said synchronizing signal is absent and 
when it is present but is out of such 
synchronism with said oscillations; 
and means responsive to said control 
signal for conditioning said synchro- 
nizing means for synchronism and for 
said response when operating in such 
synchronism. 
Claims 24, 26 and 27, like claim 23, re- 
cite a circuit which provides color killing. 
Claims 24 and 27, like claim 25, define 
the circuit including the second phase 
detector as providing a signal that has 
"another" value both when the synchron- 
izing signal is absent and when it is pres- 
ent but out of synchronism with the ref- 
erence generator oscillationB. Claim 28 
recites two mode synchronization* as does 
claim 25, and also describes the output 
signal from' the second detector means in 
the same manner as claim 25. 

The Reissue Question 

[1] The examiner rejected claims 2&- 
28 as not supported by a, sufficient reis- 
sue oath and on grounds that the errors 
attempted to be corrected "are not of 
the type contemplated by 35 USC 251, i. e. 
not errors arising out of inadvertence, 
accident, or mistake." * The board dis- 
agreed with the former ground of rejec- 
tion. As to the latter ground of rejec- 
tion, the examiner stated in his Answer: 
* * * it would appear that instant 
claims 23-28, as amended, are of the 
same scope as cancelled claims 1-15 of 
the original patent Failure, however, 
to include in the patented claims the 

ed aa Congress has stated It, 'error with- 
out any deceptive intention/ and in light 
to Supreme Court decisions favoring, the 
liberal construction of reissue statutes 
in order to secure to inventors protection 
for what they have actua^i^enteo\ 
See also, In re WUllngham. 282 F2d 853, 
48 CCPA 727. 
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mentioned synchronizing circuit for the 
color reference generator responds only 
to limited variations from precise syn- 
chronism. That characteristic is desira- 
ble during in-synchronism operation 
when a color picture is being produced 
since it avoids false responses that might 
be caused by spurious signals which tend 
to occur, i. e., "noise" signals. However, 
it prevents the system from automatically 
reestablishing in-synchronism conditions 
when larger phase variations occur, as 
when a new channel is being tuned in. 
To overcome that difficulty, appellant 
provides means, operative when the outr 
of-phase condition of the reference gen- 
erator exceeds the synchronizing circuit's 
normal range, to increase both the effec- 
tive pull-in range and the rate of pull-m. 
Such operation is known as "two mode 
synchronization." 

To provide the aforementioned fea- 
tures, appellant provides a second phase- 
detector circuit which responds to the 
relationship of the synchronizing signal 
and the second output signal of the gen- 
erator, that is, the one which is desirably 
in phase with the synchronizing signal. 
This second phase detector provides an 
output voltage which is of a maximum 
amplitude when the compared signals are 
in the desired phase relationship but is 
of a lesser value, such as substantially 
zero, when the two signals are out of 
phase by an excessive amount and also 
when no color-synchronizing signal is re- 
ceived. The maximum signal resulting 
from satisfactory color-reproducing con- 
ditions operates a circuit to maintain in 
operation an amplifier supplying the col- 
or component signals to the color-differ- 
ence signal detector. 

nizing signal is not received, the output 
of the second phase detector falls to sub- 
stantially »*o and the amplifier for the 
coWHfference signals is thereby dis- 
abled or rendered inoperative to trans- 
mit such signals. The signal output from 
the second phase detector will likewise 
drop from its maximum value to substan- 
tially zero when a color-synchronizing 
signal is being received if the reference 
generator is so far out of synchronism 



that the regular synchronizing circuit 
does not provide an adequate control sig- 
nal to bring the reference generator back 
into synchronism. In one form of ap- 
pellant's invention, the amplifier for the 
color-component signals provides, when 
disabled, a signal which increases the 
gain or amplification of two amplifiers 
which amplify the respective input sig- 
nals to the phase-detector circuits. That 
action increases the amplitude of the out- 
put of the first phase detector to increase 
the range over which the normal syn- 
chronizing circuit is effective to restore 
synchronism. Upon synchronism being 
restored, the output of the second phase 
detector returns to its maximum ampli- 
tude so that the amplifier is again en- 
abled to translate the color-difference sig- 
nals. Also, the gains of the amplif iers for 
the input signals to the phase detectors 
are reduced to their normal lower values 
whereby the synchronization control cir- 
cuit returns to normal operation to adjust 
for minor phase disturbances in the usual 
manner. 

Appellant points out in his brief that 
the use of a signal which is "unique" for 
both the conditidn that no color-synchro- 
nizing signal is present (monochrome re- 
ception) and the condition that the ref- 
erence generator is too far out of syn- 
chronism to be operative to produce a sat- 
isfactory color picture permits his ar- 
rangement to operate as a "fail-safe" cir- 
cuit which "enables the color-signal- 
translating circuit of the receiver only 
when the set can operate properly to re- 
produce a color program." 



The Claims 
Claims 23 and 26 are representative of 
the appealed claims and read: 

23. A control apparatus for com- 
patible color television receiver where- 
in it desired automatically to switch 
off the apparatus for translating color 
signals when no color signals are being 
received and to turn on such apparatus 
when color signals are being received 
comprising: means for supplying a 
composite video frequency signal in- 
cluding color signals and a color syn- 
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of claims 25 and 28 would result in double 
patenting in view of appellant's patent 
No. 2,848,537, granted August 19, 1958, 
on an application filed December 31, 
1952, for "Highly Noise-Immune Syn- 
chronizing System" (herein called the 
'537 patent)- Both patents issued to the 
assignee, Hazeltine Research, Inc., which 
has assented to this application for re- 
issue. 



The Invention 
The invention relates to control sys- 
tems for "compatible" color television re- 
ceivers/that is, those which will receive 
either monochrome (black-and-white) or 
color television transmissions. 

A color television broadcast signal com- 
prises a complete brightness or mono- 
chrome signal modulated on a high-fre- 
quency carrier wave and two color-com- 
ponent signals which are phase and am- 
plitude modulated on a lower frequency 
subcarrier wave, which wave in turn is 
also modulated on the main carrier wave. 
In the receiver, the brightness signal is 
demodulated and amplified for applica- 
tion to the brightness control element of 
the color tube either to produce a mono- 
chrome picture when no color signals are 
being broadcast or to control the bright- 
ness of the picture when color signals 
are being broadcast. The two color-com- 
ponent signals are derived from the re- 
ceived signal in a particular phase rela- 
tionship and then translated into signals 
representative of the three primary col- 
ors, i. e., red, green and blue, which sig- 
nals may be applied to corresponding 
cathodes in the color tube, producing the 
colors in the picture. 

To permit such derivation of the nec- 
essary color signals, there is periodically 
interspersed with the picture signals a 
color-synchronizing signal comprising 
short bursts of a relatively few cycles of 
the- unmodulated color subcarrier wave. 
In the receiver, this so-called synchro- 
nizing signal is utilized to control a color 
reference signal generator to maintain it 
in synchronism with the transmitted sig- 
nal. The reference generator produces 
two reference signals in quadrature, or 



ninety-degree phase relationship, one of 
which is desirably in quadrature phase 
with the synchronizing signal. Those 
two reference signals are combined with 
the received color-component signals in 
a color-difference signal detector to pro- 
duce the necessary signals for applica- 
tion, through a color combining system, 
to the color picture tube. 

Only when the reference generator sig- 
nals are in synchronism with the received 
synchronizing signal will the received 
color signals be processed in the proper 
phase relationship to reproduce correctly 
the colors in the picture. To maintain 
the reference generator in such synchro- 
nism, means are provided to automati- 
cally return the reference generator to 
the desired condition whenever minor 
variations occur. Thus, appellant pro- 
vides a first phase-detector circuit which 
compares the phase of the received syn- 
chronizing signal with that generator 
output signal which is desirably in qua- 
drature phase with it When the desired 
quadrature phase condition exists, the 
phase-detector output signal is zero. 
Variations of the generator output signal 
from the exact quadrature phase condi- 
tion which take place during in-synchro- 
nism operation result in the phase detec- 
tor providing an output voltage and that 
voltage is applied to a reactance circuit 
connected to the reference generator in 
a manner to adjust its frequency in such 
direction as to restore the desired phase 
condition. 

The application discloses two improve- 
ments on the conventional apparatus so 
far described. First, it provides a sys- 
tem for deactivating the color signal 
channel of the receiver when a mono- 
chrome broadcast is being received in- 
stead of a color broadcast* Such a cir- 
cuit, called a "color killer" circuit, pre- 
vents unwanted signals, which would oth- 
erwise be translated through the color 
channels, from reaching the picture tube 
and there producing a deleterious effect 
on the monochrome picture being pro- 
duced at that time. 

The second improvement is directed to 
the circumstance that the previously- 
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reason, of his action in prosecution of 
his original application. 
Reversed. 



1. Patents «=»1S6 

Statute respecting reissue of patent 
for invention disclosed in original patent 
when any patent is through "error" 
deemed invalid by defective specification 
or drawing or because patentee claimed 
more or less than he had right to claim 
does not limit "error" to that which has 
arisen through inadvertence, accident or 
mistake and "error" is to be interpreted 
as Congress stated it, "error without any 
deceptive intention". 35 U.S.C.A. § 251. 

2. Patents <&=»H0 

Record in proceeding for reissue of 
patent for "phase detector and color kill- 
er" for color television sets established 
that applicant was not seeking in claims 
23-28 to recapture same subject matter 
that he sought in cancelled claims 1-15 
of original patent. 35 U.S.C.A. § 251, 

3. Patents e=»136 

Eadrof claims 2&-28 of application 
for reissue patent on "phase detector 
and color killer" for color television sets 
was more restrictive than cancelled 
claims 1-15 of original patent and appli- 
cant did not intend to settle for less pro- 
tection than he was entitled to or to omit 
or abandon subject matter of claims, ap- 
plicant's failure to present claims of ade- 
quate scope was "error without any de- 
ceptive intention" within terms of reis- 
sue statute and applicant was not es- 
topped from obtaining rejected claims by 
reason of his actions in prosecution of his 
original application. 35 U.S.C.A. § 251. 

I Friedman and Kreek, Examiners-in-Chief, 
ew* Burns, Acting Examiner-in-Chief, 
r $gtfS£ by Friedman. 

2. f 25k Reissue of defective patent* 
[First paragraph.] 

Whenever any patent is, through er- 
ror without any deceptive intention, 
deemed wholly or partly inoperative or 
invalid, by reason of a defective specifi- 
cation or drawing, or by reason of the 
patentee claiming more or lew than he 



4. Patents «»140 

Record in proceeding for reissue of 
patent for "phase detector and color kill- 
er" for color television sets established 
that claims 25 and 28 defined invention 
different from invention defined by claim 
3 of applicant's copending patent for 
"Highly Noise-Immune Synchronizing 
System" and that no double patenting 
would result by reissue. 35 U.S.C.A. § 
251. 



Laurence B. Dodds, Great Neck, N. Y. 
(Jesse C. Bowyer, Washington, D. C., of 
counsel), for appellant. 

Joseph Schimmel, Washington, D. C. 
(Jere W. Sears, Washington, D. C, of 
counsel), for Commissioner of Patents. 

Before RICH, Acting Chief Judge, and 
ALMOND and BALDWIN, Judges. 

RICH, Acting Chief Judge. 

This appeal is from the decision of the 
Patent Office Board of Appeals 1 affirm- 
ing the rejection of claims 23-28 of ap- 
pellant's application Ser. No. 223,581, 
filed September 10, 1962, for reissue of 
his patent No. 2,954,425, granted Septem- 
ber 27, 1960, on an application filed July 
15, 1953, for "Phase Detector and Color 
Killer." 

There are two issues involved. The 
first issue is whether appellant is entitled 
to relief under the reissue statute, 35 
U.S.C. § 251,» or, more specifically, 
whether he is estopped, under case law, 
from obtaining the rejected claims by 
reason of action he took in the prosecu- 
tion of his original application to obtain 
the patent for which reissue is sought 
The second issue is whether allowance 

had a right to claim in the patent, the 
Commissioner shall, on the surrender of 
such patent and the payment of the fee; 
required by law, reissue the patent for 
the invention disclosed in the original 
patent, and in accordance with a new 
and amended application, for the un- 
expired part of die term of the original 
patent. No new matter shall be in- 
troduced into the application for re- 
issue. [Emphasis added.] 
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Schwester discloses a soft plastic 
bundling strap for electrical cables. In 
the words of the examiner: 
« * ; * . Schwester et al. clearly sug- 
,gests, in a securing device, employing 
a plastic, Nylon for example, to be 
pierced by a pointed securing element, 
* * * 

The examiner rejected the claims as 
unpatentable over Denney in view of 
Sturtevant when considered with Schwes- 
ter. It was the examiner's position that 
appellant's claims were readable on the 
Denney seal except for the limitation 
relating to the embedding of the hook 
and that it would be obvious to one 
skilled in the art to modify the Denney 
seal to permit embedding of the hook in 
soft material as shown by Sturtevant 
Schwester was regarded as further evi- 
dence of the obviousness, of using a soft 
plastic for that purpose. 

Affirming the rejection of the claims, 
the board stated: 

In view of the teachings of the 
Sturtevant patent, we consider the ex- 
tent of penetration of Denney's hook 
terminals into the housing a matter, 
of degree, depending on the relative 
hardness of the shackle and housing 
materials. With the development of 
plastic materials as we know it today, 
one has much to choose from in making 
a housing of brittle or relatively pli- 
able plastic material. This is exemp- 
lified by the disclosure of the Schwes- 
ter et aL patent. 

Here appellant's main contention is 
that the teachings of the Sturtevant pat^ 
ent are insufficient taken in combination 
with Denney to overcome the fact that 
in Denney the hook does not become 
embedded in the housing. It is appel- 
lant's, portion that the material of 
Stu^toSgt!** housing is not such that 
embtd^tt^ of the hook occurs. Although 
we --lii^ttwfuUy reviewed appellant's 
argute on that point, the fact re- 
mains/that they are flatly contradicted 
by the previously quoted and quite ex- 
plicit statement in Sturtevant that the 
hook "embeds itself in the soft material 
of the tag." [Emphasis added.] 



Thus we agree with the board that 
making Denney's housing of a suitably 
soft material, such as common plastics, 
would be obvious in view of Sturtevant's 
teaching of using a soft housing ma- 
terial to permit embedding of a hook 
member of a seal. That the soft ma- 
terial to be used could be a plastic seems 
almost self evident in light of the almost 
universal use of plastics in modern tech- 
nology, although the examiner's citation 
of Schwester provides an explicit teach- 
ing if one were needed. 

The decision is affirmed. 

Affirmed. 
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MCCPA 

v Application of Donald BICHMAN. 
Patent Appeal Now 8137. 

United States Court of Customs 
and Patent Appeals. 
April 17, 1969. 

Proceeding in the matter of appli- 
cation, serial No. 223,581, for reissue of 
patent No. 2,954,425 for "Phase Detec- 
tor and Color Killer" for color television 
sets. The Patent Office Board of Ap- 
peals affirmed examiner's rejection of 
claims 23-28 and the applicant appealed. 
The United States Court of Customs and 
Patent Appeals, Rich, Acting C. J., held 
that each of claims 23-28 of application 
for reissue patent on "Phase Detector 
and Color Killer" for color television sets 
was more restrictive than cancelled 
claims 1-15 of original patent and appli- 
cant did not intend to settle for less pro- 
tection than he was entitled to or to omit 
or abandon subject matter of claims, ap- 
plicant's failure to present claims of ade- 
quate scope was "terror without any de- 
ceptive intention" within terms of reis- 
sue statute and applicant was not estop- 
ped from obtaining rejected claims by 



BALL CORP. v. UNITED STATES 

CUe u 729 F^d 1429 (1984) 

petitioners' motion to dismiss and to strike 
counts I and II, or in the alternative, to 
require Ealing to be joined as an involun- 
tary plaintiff. The district court has refus- 
ed to certify the matter for interlocutory 
appeal pursuant to 28 U.S.C. § 1292(b). 

Petitioners apparently recognize that this 
court currently has no jurisdiction under 28 
U.S.C. § 1292(b) to review interlocutory 
matters, such as that presented here, even 
if certified, Harrington Manufacturing 
Co. v. Powell Manufacturing Co., 709 F.2d 
710 (Fed.Cir.1983), or any administrative 
supervisory authority over any district 
court under the Federal Courts Improve- 
ment Act of 1982, Pub.L. No. 97-164, 96 
Stat 25, as might justify a writ of manda- 
mus under certain circumstances by a re- 
gional circuit court CRC. Partnership v. 
Nosco Plastics, Inc., 719 F.2d 400 (Fed.Cir. 
1983). 

Accordingly, petitioners are reduced to 
proceeding under 28 U.S.C. § 1651, the All 
Writs Act Nevertheless, we decline to 
issue the writ sought, finding in the cir- 
cumstances of this case no clear demon- 
stration of any abuse of discretion by the 
district court, as in Mississippi Chemical 
Corp. v. Swift Agricultural Chemicals 
Corp., 717 F.2d 1374, 219 USPQ 577 (Fed. 
Cir.1983), or any potential in the actions of 
that court complained of by petitioners to 
frustrate the appellate jurisdiction of this 
court, as was the case in In re Snap-On 
Tools Corp., 720 F.2d 654 (Fed.Cir.1983). 
This result makes it unnecessary for us to 
reach other issues raised in the papers be- 
fore this court 

IT IS THEREFORE ORDERED that the 
petition for writ of mandamus is denied. 



1429 



BALL CORPORATION, Appellee, 
v. 

The UNITED STATES, Appellant 
Appeal No. 84-680. 

United States Court of Appeals, 
Federal Circuit 

March 15, 1984. 

Patentee brought action against the 
Government for alleged unauthorized use 
of invention. On cross motions for summa- 
ry judgment, the Claims Court denied both 
motions. Permission was granted for the 
Government to take interlocutory appeal. 
The Court of Appeals, Edward S. Smith, 
Circuit Judge, held that (1) construing lib- 
erally the term "error" in statute relating 
to reissue patents, patentee's deliberate 
cancelation of original single transmission 
feedline claims in patent for antenna as- 
sembly for use in missiles was sufficient 
error, in that it occurred without deceptive 
intent to. permit patentee to seek to secure, 
through reissue, claims narrower in scope 
than canceled claims in all material re- 
spects; (2) fact that the reissue claims 
were broader in one respect than the origi- 
nal claims did not bar patentee from secur- 
ing reissue claims; and (3) patentee was 
not estopped to secure reissue claims. 
Affirmed and remanded. 



KIT HUM SIR SYSTEM 
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1. Patents <s»141(2, 3, 6, 7) 
Applicability of recapture rule and suf- 

ficiency-of-error standard under statute re- 
lating to reissue patents turned, in absence 
of other evidence of patentee's intent in 
deliberately canceling original claims, on 
similarity between reissue and canceled 
claims; narrower reissue claims were al- 
lowable, whereas broader reissue claims or 
reissue claims of same scope as canceled 
claims were not 35 U.S.C.A. § 251. 

2. Patents e»141(2, 6) 

Subject matter of canceled original 
claims and claims presented in reissue ap- 
plication was not alone controlling on issue 
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of applicability of recapture rule and suffi- 
ciency-of-error standard. 35 U.S.C.A. 
§ 251. 

3. Patents <8=141<2, 6) 

In determining applicability of recap- 
ture rule and sufficiency-of-error standard 
under statute relating to reissue of patents, 
focus is not on specific limitations or on 
elements of claims, but, rather, on respec- 
tive scope of canceled original claims and 
reissue claims. 35 U.S.C.A. § 251. 

4. Patents «=»141(2, 7) 

Construing liberally the term "error" 
in statute relating to reissue patents, pat- 
entee's deliberate cancelation of original 
single transmission feedline claims in pat- 
ent application for antenna assembly for 
use in missiles was sufficient error, in that 
it occurred without deceptive intent, to per- 
mit patentee to seek to secure, through 
reissue, claims narrower in scope than can- 
celed claims in all material respects. 35 
U.S.CJL § 251. 

See publication Words and Phrases 

for other judicial constructions and 

definitions. 

5. Patents «=>141<3) 

Fact that reissue claims were broader 
in one respect than canceled claims was not 
fatal to patentee's securing the reissue 
claims, where patentee filed application for 
reissue within two-year period for broad- 
ened reissue specified in statute and broad- 
er feature related to aspect of the invention 
that was not material to alleged error sup- 
porting reissue. 35 U.S.C.A. § 251. 

t Patents «=»134 

Reissue is remedial in nature and is 
based on fundamental principles of equity 
* and fairness. 35 U.S.OA. § 251. 

7. Patents *=»141<6) 

Recapture rule is inherently founded 
upon equity considerations. 

1. On October 8. 1982, pursuant to this court's 
order of October 4, 1982, Judge Colaianni of the 
VS. Claims Court entered a judgment denying 
both parties' motions for summary judgment. 



8. Patents e=>168<2) 

Government's "file wrapper estoppel" 
argument against allowance of reissue 
claims was unavailing at stage of proceed- 
ings not fully addressing validity and in- 
fringement issues, but only resolving con- 
trolling issue of law relative to those ulti- 
mate issues. 35 U.S.C.A. § 251. 



Joseph A. Hill, Washington, D.C., for 
appellant. 

Allen Kirkpatrick, Washington, D.C., for 
appellee. 

Before BALDWIN, BENNETT and 
SMITH, Circuit Judges. 

EDWARD S. SMITH, Circuit Judge. 
This case presents the question whether 
a patentee is barred by the recapture rule 
from securing, through reissue, claims to 
subject matter previously canceled from 
the original application. Plaintiff-appellee, 
Ball Corporation (Ball), brought suit 
against the Government in the United 
States Court of Claims under 28 U.S.C. 
§ 1498(a) (1976) for unauthorized use of 
the invention claimed in U.S. patent No. Re. 
29,296 (July 5, 1977) to Krutsinger, et al. 
(the Krutsinger patent). The Government 
moved for summary judgment and Ball 
filed a cross-motion for summary judg- 
ment Both motions were denied. 1 The 
Government appealed denial of its motion 
to this court At the time of that first 
appeal, the judgment of the trial judge was 
not final and the issues had not been certi- 
fied for appeal. In view of the uncertified, 
interlocutory nature of the appeal at that 
time, this court on March 30, 1988, issued 
an order dismissing the appeal for lack of 
jurisdiction with leave to seek certification 
and to appeal pursuant to 28 U.S.C. 
§ 1292(dX2). On November 22, 1983, the 
trial judge certified the questions. Permis- 
sion was granted on December 12, 1983 r to 
take interlocutory appeal to this-court 
The Government again, appeals. We con- 
corresponding to his earlier report in the case, 
filed by him as a trial judge of the US. Court of 
Claims on August 23, 1982. 



BALL CORP. v. UNITED STATES 

Cite as 729 FJd 1429 (1984) 

elude that the trial judge properly denied 
the Government's motion for summary 
judgment, and we remand the case for tri- 
al. 
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Background 

The invention covered by the Krutsinger 
patent relates to a dual slot antenna assem- 
bly [10] (Fig. 1) intended for use on mis- 
siles. 




rig. 2 
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The antenna (Fig. 2) consists of two thin 
cylindrical concentric conductors [20, 24] 
assembled so that they are radially spaced 
slightly apart to form a cavity [18]. The 
cavity may be void or may be filled with a 
dielectric material. The axial length of the 
conductors is substantially equal to one- 
half wavelength at the anticipated operat- 
ing frequency of the antenna. The conduc- 
tor assembly can be mounted around the 
outer skin of the vehicle (Fig. 1). 

The circumferential edges of the cylindri- 
cal conductors define radiation slots [23, 
26] (Fig. 3). 



Fig. 3 



Because the cylindrical conductors are one- 
half wavelength long, these radiation slots 
are, ipso facto, longitudinally spaced one- 
half wavelength apart at the anticipated 
operating frequency of the antenna. The 
radiation slots are excited by signal energy 
from a source and cooperate to produce an 
omnidirectional dipole radiation pattern. 2 
Due to the one-half wavelength spacing 
between the radiation slots, the electro- 
magnetic radiation emanating from the 



2. Previous missile antennas exhibited signal 
nulls that made monitoring difficult from a 
ground tracking station as the missile rolled or 
changed direction in flight. The claimed anten- 
na exhibits a substantially isotropic radiation 



pattern which overcomes this problem by elimi- 
nating signal nulls. 
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slots [Ri, RJ radiates in the same direction 
and overlaps in an additive manner to pro- 
vide a stronger radiation pattern. 

Signal energy is supplied to the antenna 
by a connector [70] (Fig. 4). 



1 



70 

Fig. 4 

In the preferred embodiment of the in- 
vention, the connection of the inner and 
outer cylindrical concentric conductive ele- 
ments to the source is accomplished by 
means of a single coaxial transmission 
feedline. It is this feedline element around 
which the present controversy revolves. In 
particular, this case involves the number of 
feedlines to the outer conductor that may 
be properly claimed in the Krutsinger reis- 
sue patent in light of the prosecution histo- 
ry of the original patent application. 

,3 



The Canceled Claims 

Dependent claims 8 and 9 are the only 
claims of the original application critical to 
this appeal. Claim 8 includes the single 
feedline, whereas claim 9 does not Claim 
8 calls for "at least one" conductive lead to 
be connected to the edge of one of the 
conductors. Claim 9 requires that "a plu- 
rality of leads" be connected to the edge of 
one of the conductors at circumferentially 
spaced intervals. 

In the first office action on the original 
application the examiner rejected claims 
1-8 and indicated that claims 9 and 10. 
should be limited to a plurality of feedlines. 
The claims were amended and, on July 14, 
1972, the examiner made his second rejec- 
tion final. The examiner again suggested 
the allowability of the p lurality of feedlines 
claims if presented in independent form. 
The remaining claims were rejected over 
the newly cited reference, Cork, U.S. pat- 
ent No. 2,234,234. The Cork patent disclos- 
es a single feedline [3] (Fig. 5) and is simi- 
lar in all other material respects to Krut- 
singer's antenna. 




T 



T 



Fig. 5 



Following the second office action, Ball 
added limitations to the claims requiring 
that a plurality of leads be connected to an 
edge of the outer conductor. These leads 
were recited to be spaced-apart at intervals 
substantially equal to one wavelength at 
the anticipated operating frequency of the 
antenna. Ball also canceled claim 7 and 
dependent claim 8 (the canceled claims), of 
the original application, which are set forth 
below: 

7. A dual slot antenna assembly corn- 
prising; a first substantially cylindrical) 
conductor, the axial length of whicE is 



approximately equal to one-half wavel- 
ength at the anticipated operating fre- 
quency of said assembly; a second sub- 
stantially cylindrical conductor, the axial 
length of which is at least equal to the 
axial length of said first conductor, said 
second conductor being positioned con- 
centrically within and radially spaced 
from said first conductor so as to define 
a pair of circumferential slots spaced 
one-half wavelength apart at said antici- 
pated operating frequency and providing 
.independent radiation pattern s ema nate 
ing in the same direction^and electrical 
-signal feed means connected with said 
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conductor for electrically exciting both of 

said slots. 
8. An assembly according to Claim 7 

wherein said feed means includes at least 
_oii£_i:onductive lead which terminates 

connected to the edge of one of said 

conductors defining one of said slots. 
U.S. patent No. 3,810,183 (the original pat- 
ent) -issued on May 7, 1974, to Ball as 
assignee, on the basis of the original appli- 
cation, as amended. 

Subsequently, Ball decided that it was 
entitled to claims broad enough to include 
the single feedline. On July 16, 1975, with- 
in the 2-year statutory period for broad- 
ened reissue provided in 35 U.S.C. § 251, 
Ball filed a reissue application. Claims 1-4 
of the reissue application comprised the 
four claims of the original patent New 
claims 5-7 were added to the reissue appli- 
cation. Only the new claims, 5-7, directed 
to the single feedline embodiment, are in 
issue in this proceeding. 9 
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The Alleged Error 

In support of its reissue application Ball 
stated that the original patent was partially 
inoperative because it claimed less than 
Ball had a right to claim. Ball identified as 
error the undue limitation of the claims of 
the original patent to a plurality of feed- 
lines: 

[T]he unwarranted limited scope of our 
original patent claims were errors [sic] 
that arose without any deceptive inten- 
tion as a result of inadequate and/or 
ineffective communication with our for- 
mer patent attorney, * * * and/or as a 
result of an inadequate understanding on 
our part of the potential effect of recita- 
tions in the original patent claim lan- 
guage under United States laws; * • * 4 
U.S. patent No. Re. 29,296 issued on July 5, 
1977, on the basis of the reissue applica- 
tion. 

3. See Haliczer v. United States, 356 F.2d 541, 
544-45, 148 USPQ 565, 568-69 (Ct.CI.1966) 
(range of equivalents of original patent claims 
would not include canceled feature). 



The Reissue Claims 

Ball filed an administrative claim with 
the United States Navy on January 18, 
1978, seeking damages and compensation 
for unauthorized use of, inter a/to, the 
invention covered by claims 5, 6, and 7 of 
U.S. patent No. Re. 29,296. Claims 5, 6, 
and 7 of the reissue patent are set forth 
below: 

5. A dual slot antenna assembly 
comprising: 

a pair of laterally spaced-apart con- 
ductive elements separated with re- 
spect to one another by a sheet of 
dielectric material, 
one of said conductive elements being 
of larger dimensions and underlying 
the other element and defining an 
electrical reference or ground sur- 
face; 

said conductive elements defining a 
pair of radiation slots between oppos- 
ing edges of said other element and 
said reference surface, said radiation 
slots being longitudinally spaced- 
apart' a predetermined distance ap- 
proximately equal to one-half wavel- 
ength at the anticipated operating 
frequency of said assembly, 
each of which radiation slots emanates 
radiation therefrom such that the ra- 
diation patterns developed are in 
substantially the same direction; 
said radiation slots having a length 
dimension equal to the entire length 
of said opposing edges, which length 
dimension is greater than the spac- 
ing between said conductive ele- 
ments; and 
a single electrical signal feed assembly 
integrally connected with said other 
conductive element at only one of 
said opposing edges for electrically 
exciting both of said radiation slots 
from a single signal feed junction. 

4. See United States Patent and Trademark Of- 
fice, Manual of Patent Examining Procedure 
§ 1401.08 (1974) (error arising from a lack of 
understanding or of knowledge by applicant's 
attorney as to the real invention may be accept- 
able). 
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& An assembly according to claim 5 
wherein said conductive elements and 
said sheet of dieleotric material each 
comprise part of a single sheet of die- 
lectric material metallically cladded on 
opposite sides thereof 

7. An antenna structure compris- 
ing: 

an electrically conducting ground sur- 
face, 

a single layer electrically conducting 
surface comprising both an r.f radia- 
tor conducting area and an^zf. feed- 
line conducting area integrally con- 
nected thereto and formed therewith, 

a dielectric sheet disposed between said 
ground surface and the single layer 
electrically conducting surface, 

said conducting surfaces defining a 
pair of radiation slots between oppos- 
ing edges of said r.f radiator and 
said ground surface, said radiation 
slots being longitudinally spaced 
apart by a predetermined distance 
approximately equal to one-half wave- 
length at the anticipated operating 
frequency of said antenna structure; 

each of which radiation slots emanates 
radiation therefrom such that radia- 
tion patterns developed are in sub- 
stantially the same direction; 

said radiation slots having a length 
dimension equal to the entire length 
of said opposing edges, which length 
dimension is greater than the spac- 
ing between said surfaces; and 

said r.f feedline being connected to the 
outside edge of one only of said op- 
posing edges of said r.f radiation 
conducting area to at least one pre- 
determined point on the periphery of 

5. 28 U5.C § 1498 X 1976), as amended by The 
Federtt Courts Improvement Act of 1982, Pub.L. 
No. 97hW* 1982 U.S.CODE CONG. & AD.NEWS 
(96 Stabjt 23, provides, in pertinent part* 
"§ 1498. Patent and copyright cases 
"(s) Whenever an invention described in and 
covered by a patent of the United States is used 
or manufactured by or for the United States 
without license of the owner thereof or lawful 
right to use or manufacture the same, the own- 
er's remedy shall be by action against the United 



said radiator conducting area. [Em- 
phasis in original.] 

On March 25, 1981, Ball filed a petition in 
the United States Court of Claims under 28 
U.S.C. § 1498 (1976), 5 seeking reasonable 
and entire compensation for the "infringe- 
ment" of claims 5, 6, and 7 of U.S. patent 
No. Re. 29,296. On June 29, 1981, prior to 
filing an answer, the Government moved 
for summary judgment Ball filed a cross- 
motion for summary judgment 

Judge Colaianni denied both motions. 
As to the Government's motion, denial of 
which is on appeal here, the trial judge 
found that the undisputed evidence of 
record did not support the Government's 
arguments; as to Ball's cross-motion, the 
trial judge found that material issues of 
fact remained which compelled denial of 
the motion. Because we agree that neither 
the recapture rule nor the estoppel doctrine 
mandate grant of the Government's sum- 
mary judgment motion, we affirm. 

Issues 

Two issues are raised in this appeal: (1) 
whether the error alleged by Ball is suffi- 
cient as a matter of law under 35 U.S.C. 
§ 251 (1976) to support reissue; and (2) 
whether Ball is estopped from securing, 
through reissue, claims covering the single 
feedline feature. 

The Government contends that Ball's de- 
liberate cancelation of the single feedline 
claims was not error. That act was taken 
to avoid a prior art rejection and, in the 
Government's view, the recapture rule bars 
Ball from securing similar claims through 
reissue. The Government also contends 

States in the United States Claims Court for the 
recovery of his reasonable and entire compensa- 
tion for such use and manufacture. 

Tor the purposes of this section, the use or 
manufacture of an invention described in and 
covered by a patent of the United States by a 
contractor, a subcontractor, or any person, 
firm, or corporation for the Government and 
with the authorization or consent of the Govern- 
ment, shall be construed as use or manufacture 
for the United States." 
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that the deliberate nature of Ball's acts 
estops Ball from securing similar claims 
through reissue. Ball did not appeal the 
denial of its summary judgment motion 
but, rather, defends the trial judge's opin- 
ion as correct as a matter of law. Resolu- 
tion of this controversy involves a substan- 
tial body of precedent 6 The parties differ 
in their interpretation of the law and in 
their application of it to the facts of this 
case. 

The Recapture Rule 

Reissue is not a substitute for Patent 
Office appeal procedures. Reissue is an 
extraordinary procedure and must be ade- 
quately supported by the circumstances de- 
tailed in 35 U.S.C. § 251 (1976) 7 and in the 
implementing regulations, 37 C.F.R. 
§ 1.175 (1982). The Government asserts 
that the nature of error that will justify 
reissue is narrowly circumscribed to ensure 
that reissue remains the exception and not 
the rule. Relying on Edward Miller & Co. 

6. The holdings of the U.S. Court of Claims and 
of the U.S. Court of Customs and Patent Appeals 
were adopted as precedent in this court in South 
Corp. v. United States, 690 F.2d 1368. 1370, 215 
USPQ 657, 658 (Fed.Cir.1982). Both prior 
courts have ruled on the issues involved in this 
case. Additionally, several circuit courts have 
also considered the application of the recapture 
rule. 

7. Section 251 provides in pertinent part: 
"§ 251. Reissue of defective patents 
"Whenever any patent is, through error with- 
out any deceptive intention, deemed wholly or 
partly inoperative or invalid, * * * by reason of 
the patentee claiming more or less than he had 
a right to claim in the patent, the Commissioner 
shall, on the surrender of such patent and the 
payment of the fee required by law, reissue the 
patent for the invention disclosed in the original 
patent, and in accordance with a new and 
amended application, for the unexpired part of 
the term of the original patent * * * 

"No reissued patent shall be granted enlarging 
the scope of the claims of the original patent 
unless applied for within two years from the 
grant of the original patent* (Emphasis sup- 
plied.) 

8. Edward Miller & Co. v. Bridgeport Brass Co., 
104 US. 350, 355, 26 LEd. 783 (1882). 

729 F.2tf— 33 



v. Bridgeport Brass Co., 8 the Government 
contends that "a mere error of judgment" 
is not adequate to support reissue; rather 
the error must be "a real bona fide mis- 
take, inadvertently committed." 

The 1952 revision of the patent laws 
made no substantive change in the defini- 
tion of error under section 251. f While 
deliberate cancellation of a claim cannot 
ordinarily be considered error, 10 the CCPA 
has repeatedly held that the deliberate can- 
cellation of claims may constitute error, if 
it occurs without deceptive intent 11 In In 
re Petrow, 1 * the CCPA went so far as to 
state that error is sufficient where the 
deliberate cancellation of claims does not 
amount to an admission that the reissue 
claims were not patentable at the time the 
original claims were canceled. Similarly! in 
In re Wesseler, 1 * the CCPA stated that 
error is established where there is no evi- 
dence that the appellant intentionally omit- 
ted or abandoned the claimed subject mat- 

9. In re WadUnger, 496 R2d 1200, 1206-07, 181 
USPQ 826, 831-32 (CusLPat. & App.1974); In re 
Wesseler, 367 T2d 838, 849, 151 USPQ 339, 347 
(Cust.Pat & App.1966); In re Byers, 230 F.2d 
451, 454. 109 USPQ 53, 55 (CusLPat & App. 
1956); Riley v. Broadway-Hale Stores, Inc., 217 
F.2d 530, 531 n. 1, 103 USPQ 414, 415 n. 1 (9th 
Cir.1954). But see In re Willingham, 282 F.2d 
353, 355, 127 USPQ 211, 214 (Cust.Pat. & App. 
1960). "Error" is interpreted in the same man- 
ner as under section 64 of the old law, Le., 
accident, inadvertence, or mistake. 

10. In re Petrow, 402 F.2d 485, 487. 159 USPQ 
449, 450 (CustPat. & App. 1968); Willingham, 
282 F.2d at 357. 127 USPQ at 215. 

11. See Wadlinger, 496 F.2d at 1206. 181 USPQ at 
831; Petrow, 402 F.2d at 487, 159 USPQ at 450; 
Wesseler, 367 FJd at 849, 151 USPQ at 348; 
Willingham, 282 F.2d at 357, 127 USPQ at 215. 
See also Tee-Pak, Inc. v. St Regis Paper Co., 491 
F.2d 1193. 1201. 181 USPQ 75. 81 (6th Cir.1974); 
Manual of Patent Examining Procedure § 1401,- 
08. 

12. Petrow, 402 F.2d at 488. 159 USPQ at 451. 
See also Wesseler, 367 F.2d at 846. 151 USPQ at 
344-46; Willingham, 282 F.2d at 357, 127 USPQ 
at 215-16; Tee-Pak, 491 F.2d at 1201, 181 USPQ 
at 81. 

13. Wesseler, 367 F.2d at 850, 151 USPQ at 349. 
See also Riley, 217 R2d at 532. 103 USPQ at 415. 
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ter. Thus, the CCPA has construed the 
term error under section 251 broadly. 14 

The Ninth Circuit employed a more rigid 
standard in Riley v. Broadway-Hale 
Stores, Inc. 1 * stating: "when the chief ele- 
ment added by reissue has been abandoned 
while seeking the original patent, the reis- 
sue is void." The trial judge sought to 
determine whether Ball had made a deliber- 
ate judgment that claims of substantially 
the same scope as the new reissue claims 
would have been unpatentable. The 
Government, arguing from Riley, submits 
that the trial judge's approach loses sight 
of the feature given up by a patentee in 
order to secure the original patent We 
decline to adopt the rigid standard applied 
in Riley, in favor of the more liberal ap- 
proach taken by the CCPA. Petrow clearly 
establishes the vitality of the standard em- 
ployed by the trial judge under this court's 
precedent. 

Further, the Government argues that we 
need not reach the issue of claim scope 
because the sufficiency of error is a thresh- 
old issue. While claim scope is no oracle 
on intent, the Government fails to appre- 
hend its role. Rarely is evidence of the 
patentee's intent in canceling a claim 
presented. Thus, the court may draw in- 
ferences from changes in claim scope when 
other reliable evidence of the patentee's 
intent is not available. Claim scope is not 
the lodestar of reissue. Rather, the court's 
reliance on that indicator in the case law 
appears to be born of practical necessity as 
the only available reliable evidence. 

14. Wadlinger, 496 F.2d at 1207-08, 181 USPQ at 
832; In re Richman, 409 F.2d 269, 273-75. 161 
USPQ 359, 362-63 (CCPA 1969); Wesseler, 367 
F-2d at 849. 151 USPQ at 347-48; Willingham, 
282 F.2d at 355-56, 127 USPQ at 214. Bui see In 
re Wadsworth, 107 F.2d 596, 43 USPQ 460 
(CCPA 1939). 



15. Riley, 217 F.2d at 532. 103 USPQ at 415. 

16b Haliczer, 356 F.2d 541, 148 USPQ 565. 

17. Id. at 545, 148 USPQ at 569 (bars reissue 
claims of same scope); Byers, 230 F.2d at 455- 
57, 109 USPQ at 56-57 (bars reissue claims that 
are of broader scope than canceled claims); 
Wadsworth, 107 F.2d at 599, 43 USPQ at 463 
(bars reissue claims of similar scope). 



The Government relies heavily on Halic- 
zer v. United States, 1 * which also involved 
a suit under 28 U.S.C. § 1498. The Court 
of Claims in that case held the reissue 
claims invalid because the patentee sought 
to acquire through reissue the same claims 
that had earlier been canceled from the 
original application. The recapture rule 
bars the patentee from acquiring, through 
reissue, claims that are of the same or of 
broader scope than those claims that were 
canceled from the original application. 17 
On the other hand, the patentee is free to 
acquire, through reissue, claims that are 
narrower in scope than the canceled 
claims. 18 If the reissue claims are narrow- 
er than the canceled claims, yet broader 
than the original patent claims, reissue 
must be sought within 2 years after grant 
of the original patent. 

[1-3] Thus, the applicability of the re- 
capture rule and the sufficiency of error 
under section 251 turn in this case, in the 
absence of other evidence of the patentee's 
intent, on the similarity between the reis- 
sue and the canceled claims. Narrower 
reissue claims are allowable; broader reis- 
sue claims or reissue claims of the same 
scope as the canceled claims are not 11 The 
subject matter of the claims is not alone 
controlling.* 0 Similarly, the focus is not, as 
the Government contends, on the specific 
limitations or on the elements of the claims 
but, rather, on the scope of the claims." 

18. Wadlinger, 496 F.2d at 1204, 181 USPQ at 
830; Petrow, 402 F.2d at 488, 159 USPQ at 451; 
Wesseler, 367 F.2d at 846-47, 151 USPQ at 346; 
Willingham, 282 F.2d at 356, 127 USPQ at 215. 

19. If reissue is sought where claims have not 
been previously canceled, analysis becomes 
more difficult In that case relative claim scope 
is not available to illuminate the alleged error. 
We are not faced with that situation in this 
proceeding. 



20. Petrow, 402 F.2d at 488, 159 USPQ at 451. 

21. Richman, 409 F.2d at 274-75. 161 USPQ at 
362-63. See also Wadsworth 107 F.2d 596. 43 
USPQ 460 (analysis turns on substantiality of 
similarity of reissue to canceled claims). 
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Ball's Reissue Claims 

[4] The trial judge required the Govern- 
ment to establish that the applicant has 
made a deliberate decision that the can- 
celed claims are unpatentable. The 
Government argues that that standard is 
not correct because it loses sight of the 
feature that the patentee gave up during 
prosecution of the original application. We 
find the Government's argument entirely 
unpersuasive. The proper focus is on the 
scope of the claims, not on the individual 
feature or element purportedly given up 
during prosecution of the original applica- 
tion. The trial judge quite properly fo- 
cused on the scope of the claims and we 
find no error in this respect He deter- 
mined that the reissue claims were interme- 
diate in scope — broader than the claims of 
the original patent yet narrower than the 
canceled claims. 



The alleged inadequacy of Ball's prof- 
fered error is not as clear as the Govern- 
ment contends. The error supporting reis- 
sue submitted by Ball comports with the 
statute and regulations. Further, we fail 
to perceive the "inconsistency" of Ball's 
position as asserted by the Government 

The canceled claims, claims 7 and 8, a 
define the invention quite broadly. Can- 
celed claim 8 requires feed means including 
at least one conductive lead. The reissue 
claims, 23 in contrast, include limitations not 
present in the canceled claims: the cavity is 
tilled with a dielectric material; and an 
electricaLsignal feed assembly replaces the 
feed means of the canceled claims. The 
electrical signal feed assembly (Fig. 6) is a 
network of leads with a single coaxial feed- 
line to that network. The network consists 
of a plurality of thin ribbon-like conductive 
leads. 




Fig. 6 



Feed points [53] to the outer conductor are 
one wavelength apart at the anticipated 
operating frequency of the antenna. The 
leads of this network [52, 54, 56, 58] are 
dimensioned to provide continuous impe- 
dance matching between the cavity and the 
single coaxial feedline [70], which feeds 
into the assembly at the aperture [48]. 
The signal feed assembly is more limited 

22. See supra 'The Canceled Claims.** 



than the "at least one" feed means limita- 
tion of canceled claim 8. 

[5] The reissue claims are, however, 
broader in one respect The canceled 
claims are limited to an antenna of cylindri- 
cal configuration, whereas the reissue 
claims are not so limited. We are aware of 
the principle that a claim that is broader in 
any respect is considered to be broader 

23. See supra The Reissue Claims." 



1438 



729 FEDERAL REPORTER, 2d S 



Pursuant to section 251, broadened reis- 
sue must be sought within 2 years after 
issuance of the original patent. The 
CCPA, in In re Rogoff,™ noted that section 
251 

contains no exceptions or qualifications 
as to time or extent of enlargement. 
The sole issue, therefore, is whether the 
claims on appeal enlarge, i.e., broaden, 
the patent claim. 

It is well settled that a claim is broad- 
ened, so far as the question of right to 
reissue is concerned, if it is so changed 
as to bring within its scope any structure 
* which was not within the scope of the 
original claim. In other words, a claim is 
broadened if it is broader in any respect 
than the original claim, even though it 
may be narrowed in other respects. * 

Thus, the principle that a claim is broad- 
ened if it is broader in any respect than the 
original claim serves to effect the bar of 
section 251 against reissue filed later than 
2 years after issuance of the original pat- 
ent In this case, Ball filed its application 
for reissue within the 2-year period for 
broadened reissue specified in section 251. 



We know of no authority applying the 
above rule to reissue claims relative to the 
scope of canceled claims within the 2-year 
period for broadened reissue. Nor do we 
perceive the wisdom of such extension in 
this case. The rule is rigid and properly so 
in that it effects an express statutory limi- 
tation on broadened reissue. The recap- 
ture rule, however, is based on equitable 
principles. The rigidity of the broader-in- 
any-respect rule makes it inappropriate in 
the estoppel situation presented in this ap- 
peal 

re Price, 302 F.2d 741, 741-42, 133 USPQ 527, 
528 (Cust & Pat App. 1962) (3 years after issue); 
In re Ruth 278 F.2d 729. 730, 126 USPQ 155, 
156 (Cust. & PatApp.1960) (4 years after issue). 

25, In re Rogoff. 261 F.2d 601, 603-04, 120 USPQ 
185, 186 (Cust & Pat.App.1958). 



Hence, we decline to apply that rule here, 
where the broader feature relates to an 
aspect of the invention that is not material 
to the alleged error supporting reissue. In 
Willingham, the CCPA reversed the rejec- 
tion of a claim that was narrower than the 
canceled claim as to one element, although 
broader as to another element "The ex- 
tent to which [deliberate cancellation of a 
claim from the original application] may 
also prevent [a patentee] from obtaining 
other claims differing in form or substance 
from that cancelled necessarily depends 
upon the facts in each case and particularly 
on the reasons for the cancellation." w Ac- 
cordingly, we hold that the reissue claims 
are not substantially identical in scope to 
the canceled claims. 

As noted supra, there is widespread 
agreement that reissue claims that are nar- 
rower than the canceled claims are allowa- 
ble. In In re Wadlinger* the CCPA faced 
a situation in which the reissue claims 
were, as the trial judge found here, of 
"different" scope from the canceled claims. 
While both the reissue and canceled claims 
were directed to the same process in Wad- 
linger, the canceled claims were considered 
broader, resulting in claims of different 
scope. The reissue claims were held valid. 
Similarly, we find that the non-material, 
broader aspects of Ball's reissue claims do 
riot deprive them of their fundamental nar- 
rowness of scope relative to the canceled 
claims. Thus, the reissue claims are suffi- 
ciently narrower than the canceled claims 
to avoid the effect of the recapture rule. 



Estoppel 

[6, 7] The Government also argues that 
Ball is estopped to secure the reissue 
claims. We do not consider this argument 
as stating an independent ground for relief. 

26. Witlingham, 282 F.2d at 357. 127 USPQ at 
215. 

27, Wadlinger, 496 F.2d at 1205-06. 181 USPQ at 
830-31. ■> 
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The recapture rule is a creature of equity 
and it embodies the estoppel notions which 
the Government now urges upon us. 28 We 
have already resolved this issue against the 
Government 

[8] We agree with the patentee that the 
Government's "file wrapper estoppel" ar- 
gument is equally unavailing. The doc- 
trine of estoppel based on the prosecution 
history is a corollary to the doctrine of 
equivalents, a tool iri the analysis of in- 
fringement The parties are before this 
court purely on a controlling issue of law 
relative to the validity of the reissue claims 
being asserted by Ball. There has not yet 
« been a full trial on the issue of infringe- 
ment let alone on the validity of the reis- 
sue claims.* 9 The Government's estoppel 
argument does no more than restate the 
basic equitable principles underlying the 
recapture rule. 

28. Reissue is remedial in nature and is based on 
fundamental principles of equity and fairness. 
The recapture rule is inherently founded on 
similar considerations of equity, providing guid- 
ance in the application of the law governing 
reissue. See Wesseler, 367 ?J2d at 848, 151 
USPQ at 347; Willingham, 282 ?2d at 354-55, 
127 USPQ at 214. 

29. The Government apparently misconstrues 
Haliczer in this respect. In Haticzer, the court 
determined that the doctrine of equivalents 
would require that the original claims, carried 



Conclusion 

The trial judge properly articulated the 
law governing reissue. While broader in 
scope than the original claims, the reissue 
claims are narrower in scope than the can- 
celed claims. The error supporting reissue 
appears to be sufficient On the basis of 
the facts before us and the reasons given 
for the cancellation of the claims from the 
original application, we cannot find, as a 
matter of law, that Ball is barred from 
securing reissue claims drawn to the single 
feedline embodiment of its invention. The 
case is remanded to the Claims Court for 
further proceedings consistent with this 
opinion. 

AFFIRMED AND REMANDED. 



over into the reissue patent, would not be enti- 
tled to the range of equivalents that were pur- 
posely surrendered during prosecution of the 
original patent. This is based on an estoppel 
notion born of the inconsistency of arguing that 
the original claims cover that which was given 
up during the prosecution of the original patent. 
The reissue claims, not the original claims, are 
in issue here and the Government's reasoning is, 
therefore, inapposite. There is no inconsistency 
in arguing the broadened scope of the reissue 
claims and, thus, no estoppel. 
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benefit from the accounting services ren- 
dered by Decosimo ran to Borden, individual- 
ly, and to eighteen separate entities to which 
the Company was either a general partner, 
managing partner, or managing agent 
While it is clear from the record that the 
personal accounting work done for Borden is 
not an administrative expense of the Compa- 
ny for which McMillan is liable, 12 the ac- 
counting work for the eighteen limited part- 
nerships is a bit more comphrated. 

[6,7] Decosimo argues that under Ala- 
bama law the Company, as a partner or 
managing agent of these partnerships, is ob- 
ligated for the debts of these partnerships. 13 
Assuming, without deciding, that such is cor- 
rect, the avenue for recovery for. fees for 
Decosimo would not be. as an administrative 
expense, but as an unsecured creditor. Ac- 
counting fees arising from services per- 
formed for other debtors in separate bank- 
ruptcy proceedings and arising from work for 
entities other than the debtor in this case are 
not fees incurred in the upkeep and mainte- 
nance; of this debtor's estate and therefore 
are not to be reimbursed as an administra- 
tive, expense. The tenuous and incidental 
benefit Decosimo alleges it provided the 
Company, without more, is insufficient basis 
for administrative priority status. See In re 
Appliance Store, Inc., 181 B.R. 237, . 242 
(Bankr.W.D.Pa.1995). Rather than give De- 
cosimo a leg up on the other creditors of the 
Company by granting its f$e claims adminis- 
trative expense priority, we would require 
Decosimo to proceed against each of the 
parties for whom the services were rendered. 
If Decosimo is successful in its suits against 
these limited partnerships, and if it were 
found that the Company is liable for Decosi- 
mo's fees, then Decosimo would stand as a 
creditor of the Company, no more and no 
less. Given the Bankruptcy Code's over- 
riding concern for keeping administrative ex- 

12. There is no written or verbal agreement by 
either the Company or McMillan to pay for the 
accounting services rendered to Borden. Deco- 
simo contends that Borden told Decosimo that 
McMillan would pay for these services. The 
Company was never invoiced for these services; 
in fact, Decosimo only invoiced Borden in its 
search for payment. Consequently, there is no 
legal basis to allow Decosimo and administrative 



penses to a minimum so as to preserve as 
much, of the estate as possible for the credi- 
tors, we must carefully review the legitimacy 
of such claims. S$e Otte v. United States, 
419 U.S. 43, 53, 95 S.Ct. 247, 254, 42 L.Ed.2d 
212 (1974). Decosimo's fees for work per- 
formed for other entities are simply not ad- 
ministrative expenses of th£ Company for 
which McMillan is liable under the cash col- 
lateral agreement 

IV. CONCLUSION 

For the foregoing reasons, we AFFIRM 
the judgment of the United States District 
Court for the Northern District of Alabama. 

AFFIRMED. 
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In re CLEMENT. 
No. 97-1202. 

United States Court of Appeals, 
Federal Circuit 

. Dec. li, 1997. 

Rehearing Denied; Suggestion for 
Rehearing In Banc Declined 
Feb. 18, 1998. . 

Patentee filed reissue application in con- 
nection with patent claiming method of treat- 
ing waste paper to remove certain elements. 
The Board of Patent Appeals and Interfer- 
ences sustained patent examiner's rejection 
of claims contained in reissue application, and 
patentee appealed. The Court of Appeals, 
Mayer, Circuit Judge, held that (1) claims in 
reissue application which were broader than 
they were narrower in manner directly perti- 
nent to subject matter that patentee surren- 

claim against the Company's estate for these 
services. 

13. Decosimo contends Ala.Code § 10-8-52(2) 
renders the Company liable for the debts of the 
various parnierships. § 10-8-52 states: "All 
partners are liable . . . (2) Jointly and severally 
for all debts and obligations of the partnership, 
except as may be otherwise provided bv law." 
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11. Patents <3=>141(6) 

Claims in application for reissue patent 
which were broader than they were narrower 
in manner directly pertinent to subject mat- 
ter that patentee . surrendered throughout 
prosecution of patent, which claimed method 
of treating waste paper to remove certain 
elements, were barred by recapture rule, re- 
gardless of whether reissue claims were 
broader than canceled claims in manner di- 
rectly related to alleged error supporting 
reissue. 35 U.S.CJL § 251. 

12. Patents <B=>140 

Claims in application for reissue patent 
that were not subject to recapture rule would 
not be invalidated solely by defective reissue 
declaration. 35 U.S.CA § 252. 

13. Patents <£=>140 

Claims in reissue application that were 
not different from claims in original patent 
could not alone support reissue application 
35U.S.CJL§ 251. ~ 
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Lawrence M: Green, Wolf, Greenfield & 
Sacks, P.C., Boston, MA, argued for appel- 
lant Wth him on the brief was Christopher 
S. Schultz. 



John M. Whealan, Associate Solicitor, Of- 
fice of the Solicitor, Patent and Trademark 
Office, Arlington, VA, argued for appellee. 
With him on the brief were Nancy J. Linck, 
Solicitor, Albin F. Drost, Deputy Solicitor! 
and Scott A. Chambers, Associate Solicitor. 

Before MAYER, Circuit Judge, SMITH, 
Senior Circuit Judge, and CLEVENGER,' 
Circuit Judge. 

MAYER, Circuit Judge. 

Jean-Marie Clement appeals the decision 
of the United States Board of Patent Appeals 
arid Interferences sustaining the rejection of 
claims 1-18 and 49-52 in reissue application 
Serial No. OS/054,951 under 35 U.S.C. § 251 
(1994). Because the board correctly applied 
the recapture rule to bar claims 49-52 and 
because claims 1-18 alone cannot support the 
reissue application, we affirm in part and 
vacate in part 



Background 
This case is about U.S. Patent No. 4,780,- 
179 (the '179 patent) issued to Jean-Marie 
Clement The 179 patent claims a method 
for treating waste paper that removes "stick- 
ies," such as glues and plastics, under a first 
set of environmental conditions, before re- 
moving inks under a second set of environ- 
mental conditions. 

The '179 patent issued from application 
Serial No. 06^822,943 (the '943 application), 
which was a continuation of application Serial 
No. 06/482,623 (the '623 application). During 
prosecution, Clement amended the claims to 
overcome U.S. Patent No. 4,360,402, issued 
to Ortner et aL (Ortner), and an article 
written by Michael Burns entitled "Waste 
Paper Preparation Plant and Systems," pub- 
lished in the Jun^August 1973 issue of Paper 
Technology (Burns). The broadest of 
the '623 application's claims, original claim 1, 
recites: 

A method of treating a mixture of print- 
ed and contaminated waste paper in order 
to produce pulps for the use in the manu- 
facture of pulp and paper boards, which 
method comprises: 

(a) forming an aqueous pulp of said 
waste material at low temperature, low 
specific mechanical energy, thereby form- 
ing a pulpable slurry and releasing the 
non-ink contaminants from the surface of 
the paper but without dispersing them in- 
side the fibrous suspension; 

(b) separating the non-ink contaminants 
from the pulp by mechanical separation, 
without the use of froth floatation or sol- 
vent extraction or other process, using con- 
ventional screens and centrifugal cleaners 
and without any further application of 
strong shear forces to the pulp; 

(c) softening of the ink particles vehicleH 
and weakening of their bondings with the 
surface of the fibres by submitting the 
pulp at a consistency of more than 15% at 
the simultaneous actions of (A) high temp- 
erature— between 85 and 130° C.— (B) high 
shear forces and (C) at least one de-inking 
agent, under alcaline [sic] conditions; 

(d) detaching the ink particles from tho 
surface of the fibres and dispersing them 
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into the fibrous suspension by submitting December 23, 
the pulp to the simultaneous actions of (A) 
high temperature — between 85 and 130° 
C.— (B) high shear forces and (C) at least 
one chemical dispersing agent, under alca- 
line [sic] conditions; 

(e) removing the free ink particles by 
means of the most appropriate known 
method and up to the degree of brightness 
required by the final use of the pulp. 

In an effort to overcome Ortner, Clement 
submitted a preliminary amendment in 
the '943 application dated January 27, 1986, 
which replaced original claim 1 with claim 
42. Claim 42 is limited to: (1) carrying out 
step (a) at room temperature; (2) using me- 
chanical energy less than 50 KW.H/Ton in 
step (a); (3) removing the ink by applying a 
combination of high temperature between 85 
and 130 °C, mechanical energy greater than 
50 KW.H/Ton, and a de-inking or chemical 
dispersing agent under alkaline conditions 
in steps (c) and (d), respectively; and (4) 
limiting the duration of steps (c) and (d) to 
between two and ten minutes. In this pre- 
liminary amendment, Clement argued that 
Ortner's process could not apply simulta- 
neously the higher temperature and larger 
shear force (mechanical energy greater than 
50 KW.H/Ton) recited in steps (c) and (d). 
Clement also argued that using a higher 
temperature in Ortner's process would pre- 
vent the final product from having the nec- 
essary brightness. 

In response, the examiner withdrew the 
Ortner reference, but relied on Burns until 
Clement's amendments dated December 23, 
1986, and June 29, 1987, and an examiner's 
amendment dated May 16, 1988, added the 
following limitations: (1) steps (a) and (b) 
remove substantially all the non-ink contami- 
nants including the stickies; (2) steps (c) and 
(d) include strong alkaline conditions having 
a pH of at least 9; (3) the brightness of the 
final pulp in step (f) is at least 59 ISO; and 
(4) step (b) takes place at room temperature. 
. The table at Appendix A shows claim 42 
before the last two amendments. In his 
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1986, amendment, Clement 
specifically argued that Burns fails to dis- 
close the strong alkaline conditions having a 
pH greater than 9 that he added to steps (c) 
and (d). In his June 29, 1987, amendment, 
he continued to traverse the examiner's as- 
sertion that Burns discloses removing the 
stickies at room temperature through the 
application of mechanical energy lower than 
50 KW.H/Ton. The patent issued on October 
25, 1988, with claim 42 becoming claim 1, as 
shown in the table at Appendix B. 

On October 18, 1990, Clement filed reissue 
application Serial No. 07/600,012 (the '012 
application). During prosecution of the '012 
application, he admitted that he added 'Very 
specific process parameters" to issued claim 
1 during prosecution of the '943 application 
"in order to distinguish over the prior art" 
Clement later abandoned the '012 application 
in favor of continuation reissue application 
Serial No. 08/054,951 (the '951 apphcation), 
presently on appeal. The '951 application 
includes claims 1-18, which correspond to 
claims 1-18 of the '179 patent, and claims 49- 
52, which are admittedly broader than 
the '179 patent's claims. In his reissue dec- 
laration, Clement stated that as a result of 
his failure to understand the claims and his 
attorney's failure to appreciate the scope of 
his invention, claims 1-18 of the '179 patent 
are unduly limited because "step (a) recites 
forming the first fibrous suspension at room 
temperature by applying specific mechanical 
energy lower than 50 KW. H/Ton." In addi- 
tion, "the temperature, mechanical energy 
and pH conditions set forth in steps (c) and 
(d)" unduly limit claim 1 and claims 2-18, 
which depend from it Claim 49 eliminates 
these limitations and the room temperature 
limitation in the first claim's step (b). The 
table at Appendix B compares reissue claim 
49 with claim 1 of the 179 patent with differ- 
ences italicized. 

The examiner rejected claims 49-52 under 
35 U.S.C. § 251 * for being broadened in a 
reissue application filed outside the two year 
statutory period. The examiner also reject- 



•Section 251 allows patentees to correct "errors" 
made during prosecution, such as claiming less 
than the patentee had a right to claim. A reissue 
patent may not, however, enlarge the scope of 



the claims unless the patentee files the reissue 
application within two years of the grant of die 
patent. 



1468 



ed claims 1-18 and 4£N>2 under section 251 
for lacking a basis for reissue because recap- 
ture is not an error so correctable. The 
examiner found the reissue declaration defec- 
tive under 37 C.F.R. § 1.175 (1997) because 
it failed not only to mention the error in step 
(b), but also to explain sufficiently how any of 
the errors arose. The examiner determined 
that these defects were not curable because 
the recapture rule applied. Clement appeal- 
ed the examiner's final rejection to the Unit- 
ed States Board of Patent Appeals and Inter- 
ferences (the board). 

The board determined that Clement filed 
his broadening reissue application timely. It 
father found that during prosecution of 
the 179 patent, Clement added temperature 
mechanical energy, and pH limitations to 
overcome prior art rejections. The board 
noted that the temperature limitation in step 
(a) and the temperature and mechanical en- 
ergy limitations in steps (c) and (d) 'Vere 
argued by [Clement] to be features not sug- 
gested by Ortner or Burns and ... were 
accepted by the examiner as distinguishing 
over these references." It concluded that 
Clement implicitly admitted that "broader 
claims not restricted to ... , [these limita- 
tions] were not patentable over the prior art 
represented by Ortner." The board found 
that claims 49-52 do not include these limita- 
tions and concluded that the reissue claims 
seek to broaden the patent in a manner 
directly pertinent to subject matter that 
Clement deliberately , surrendered to over- 
come prior art rejections. It therefore sus- 
tained the rejection of claims 49-52 for fail- 
ing to comply with 35 U.S.C. § 251, and the 
rejection of claims 1-18 and 49-62 based on a 
defective reissue declaration. Clement ap- 
peals. 
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1309, 1312 (Fed.Cir.1996); Mentor, 998 F.2d 
at 994, 27 USPQ2d at 1524. An attorney's 
failure to appreciate the full scope of the 
uiventiori qualifies as an error under section 
251 and is correctable by reissue. In re 
Wilder, 736 F.2d 1516, 1519, 222 USPQ 369 
370-71 (Fed.Cir.1984). Nevertheless, "delnV 
erate withdrawal or amendment . . . cannot 
be said to involve the inadvertence or mis- 
take contemplated by 35 U.S.C. § 251." 
Hcdiczerv. United States, 174 Ct.CL 507 356 
FJJd 541, 545, 148 USPQ 565, 569 (1966). 
The recapture rule, therefore, prevents a 
patentee from regaining through reissue the 
subject matter that he surrendered in an 
effort to obtain allowance of the original 
claims. See Mentor, 998 F.2d at 995. 27 
USPQ2d at 1524. Under this rule, claims 
that are "broader than the original patent 
claims in a manner directly pertinent to the 
subject matter surrendered during prosecu- 
tion" are impermissible. Id at 996, 998 F.2d 
992,27USPQ2datl525. 



Discussion 

[1-3] Determining whether an applicant 
has met the statutory requirements of 35 
U.S.C. § 251 is a question of law, which we 
review de nova Mentor Corp. v. Coloplast 
Inc., 998 F.2d 992, 994, 27 USPQ2d 1521 
1524 (Fed.Cir.1993). This legal conclusion is* 
based on underlying findings of fact, which 
we sustain unless they are clearly erroneous. 
In re Kemps, 97 F.3d 1427, 14?.,, 40 USPQ2d 



[4] The first step in applying the recap- 
ture rule is to determine whether and in 
what "aspect" the reissue claims are broader 
than the patent claims. For example, a reis- 
sue claim that deletes a limitation or element 
from the patent claims is broader in that 
limitation's aspect Clement argues that the 
board focused too much on the specific limi- 
tations that were omitted from the reissue 
claims. Although the scope of the claims is 
the proper inquiry, /» re Richman, 56 
C.C.PA 1083, 409 FiJd 269, 274, 161 USPQ 
359, 362 (CCPA 1969), claim language, in- 
cluding limitations, defines claim scope. Ab- 
tox, Inc. v. Exitron Corp., 122 F.3d 1019 
1023, 43 USPQ2d 1545, 1548 (Fed.Cir.l997)| 
Bell Communications Research, Inc. v. Vi- 
talink Communications Corp., 55 F 3d 615 
619, 34 USPQ2d 1816, 1819 (Fed.Or.1995) 
("[T]he language of the claim defines the 
scope of the protected invention."). Under 
Mentor, courts must determine in which as- 
pects the reissue claim is broader, which 
includes broadening as a result of an omitted 
limitation. The board did not err by deter- 
mining which limitations Clement deleted 
from the patent claims. : 

[5] The second step is to determine 
whether the broader aspects of the reissue 
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claims relate to surrendered subject matter. 
To determine whether an applicant surren- 
dered particular subject matter, we look to 
the prosecution history for arguments and 
changes to the claims made in an effort to 
overcome a prior art rejection. See Mentor, 
998 F.2d at 995-96, 27 USPQ2d at 1524-25; 
Ball Corp. v. United States, 729 F.2d 1429, 
1436, 221 USPQ 289, 294-95 (Fed.Cir.1984). 

[6,7] Although the recapture rule does 
not apply in the absence of evidence that the 
applicant's amendment was "an admission 
that the scope of that claim was not in fact 
patentable," Seattle Box Co. u Industrial 
Crating & Packing, Inc., 731 F.2d 818, 826, 
221 USPQ 568, 574 (Fed.Cir.1984), "the court 
may draw inferences from changes in claim 
scope when other reliable evidence of the 
patentee's intent is not available," Bali, 729 
F.2d at 1436, 221 USPQ at 294. Deliberately 
canceling or amending a claim in an effort to 
overcome a reference strongly suggests that 
the applicant admits that the scope of the 
claim before the cancellation' or amendment 
is unpatentable, but it is not dispositive be- 
cause other evidence in the prosecution histo- 
ry may indicate the contrary.** See Mentor, 
998 F.2d at 995-96, 27 USPQ2d at 1524-25; 
Ball 729 F.2d at 1438, 221 USPQ at 296; 
Seattle Box Co., 731 F.2d at 826, 221 USPQ 
at 574 (declining to apply the recapture rule 
in the absence of evidence that the appli- 
cant's "amendment . . . was in any sense an 
admission that the scope of [the] claim was 
not patentable"); Haliczer, 356 F.2d at 545, 
148 USPQ at 569 (acquiescence in the rejec- 
tion and acceptance of a patent whose claims 
include the limitation added by the applicant 
to distinguish the claims from the prior art 
shows intentional withdrawal of subject mat- 
ter); In re Willingham, 48 CCPA. 727, 282 
F.2d 353, 354, 357, 127 USPQ 211, 213, 215 
(CCPA 1960) (no intent to surrender where 
the applicant canceled and replaced a claim 
without an intervening action by the examin- 
er). Amending a claim "by the inclusion of 
an additional limitation [has] exactly the 
same effect as if the claim as originally pre- 

**For example, if an applicant amends a broad 
claim in an effort to distinguish a reference and 
obtain allowance, but promptly files a continua- 
tion application to continue to traverse the prior 
art rejections, circumstances would suggest that 
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sented had been canceled and replaced by a 
new claim including that limitation." In re 
Byers, 43 CCPA 803, 230 F.2d 451, 455, 
109 USPQ 53, 55 (CCPA 1956). 

[8,9] Once we determine that an appli- 
cant has surrendered the subject matter of 
the canceled or amended claim, we then de- 
termine whether the surrendered subject 
matter has crept into the reissue claim. 
Comparing the reissue claim with the can- 
celed claim is one way to do this. In re 
Wadlinger, 496 F.2d 1200, 1204, 181 USPQ 
826, 830 (CCPA 1974); Richman, 409 F.2d at 
274, 161 USPQ at 362. If the scope of the 
reissue claim is the same as or broader than 
that of the canceled claim, then the patentee 
is clearly attempting to recapture surren- 
dered subject matter and the reissue claim 
is, therefore, unallowable. Ball, 729 F.2d at 
1436, 221 USPQ at 295 ("The recapture rule 
bars the patentee from acquiring, through 
reissue, claims that are the same or of broad- 
er scope than those claims that were can- 
celed from the original application.") (empha- 
sis omitted); Byers, 230 F.2d at 456, 109 
USPQ at 56. In contrast, a reissue claim 
narrower in scope escapes the recapture rule 
entirely. BaU, 729 F.2d at 1436, 221 USPQ 
at 295. 

Some reissue claims, however, are broader 
than the canceled claim in some aspects, but 
narrower in others. In Mentor, for example, 
the issued claim, which was directed to a 
condom catheter, recited an adhesive means 
that was transferred from an outer to an 
inner surface without turning the condom 
inside-out 998 F.2d at 993, 27 USPQ2d at 
1523. The issued claim also recited, inter 
alia, that the condom catheter included a 
"thin cylindrical sheath member of resilient 
material rolled outwardly upon itself to form 

consecutively larger rolls " One canceled 

claim recited an adhesive means between the 
rolls, but did not specify that the adhesive 
was transferred from the outer to the inner 
surface without turning the condom inside- 
out Another canceled claim recited that 

the applicant did not admit that broader claims 
were not patentable— assuming that the appli- 
cant does not ultimately abandon the continua- 
tion application because the examiner refuses to 
withdraw the rejections. 
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adhesive was transferred from the outer to 
the inner surface, but did not specify that 
this operation was done without turning the 
condom inside-out The prior art rejections 
focused on the obviousness of the adhesive 
means positioned between the rolls and the. 
process of transferring adhesive to the inner 
surface of the condom. 

In making amendments to the claim, the 
applicant argued that "none of the references 
relied upon actually showed the transfer of 
adhesive from the outer surface to the inner 
surface as the sheath is rolled up and then 
unrolled." H at 995-96, 998 F^d 992, 27 
USPQ2d at 1524-25 (emphasis in original). 
The reissue claim eliminated the limitation 
that adhesive was transferred from the outer 
to the inner layer, and was, therefore, broad- 
er in this aspect The reissue claim was also 
narrower than the canceled claim because it 
recited that the catheter included "a thin, 
flexible cylindrical member of resilient mate- 
rial rolled outwardly upon itself to form a 
single roll....", (Emphasis added). We 
held that, although the "flexible" and "single 
roll" limitations made the reissue claim nar- 
rower than , both the canceled and issued 
claims, it did not escape the recapture rule 
because these limitations did not "materially 
narrow the claim[]." Id. at 996-97, 27 
USPQ2d at 1525-26. 

Similarly, in Batt> the issued : claim recited 
"a plurality of feedlines" and a "substantially 
cylindrical conductor." 729 F.2d at 1432-33, 
221 USPQ at 291-92. The canceled claim 
recited "feed means includ[ing] at least one 
conductive lead," and a "substantially cylin- 
drical conductor." The prosecution history 
showed that the patentee added the "plurali- 
ty of feedlines" limitation in an effort to 
overcome prior art, but the cylindrical config- 
uration limitation was neither added in an 
effort to overcome a prior art rejection, nor 
argued to distinguish the claims from a refer- 
ence. IdL The reissue claim included limita- 
tions not present in the canceled claims that 
related to the feed means element, but al- 
lowed for multiple feedlines. On "balance, the 
claim was narrower than the canceled claim 
with respect to the feed means aspect The 
reissue claim also deleted the cylindrical con- 
figuration limitation, which made the claim 



broader with respect to the configuration of 
the conductor. IdL at 1437, 729 F2d 1429, 
221 USPQ at 295. We allowed the reissue 
claim because the patentee was not attempt- 
ing to recapture surrendered subject matter. 
IdL at 1438, 729 F.2d 1429, 221 USPQ at 296. 

[101 In both Mentor and Ball, the rele- 
vance of the prior art rejection to the aspects 1 
narrowed in the reissue claim was an impor- 
tant factor in our analysis. From the results 
and reasoning of those cases/the following ; 
principles flow: (1) if the reissue claim is as j 
broad as or broader than the canceled or 
amended claim in all aspects, the recapture 
rule bars the claim; (2) if it is narrower in all < 
aspects, the recapture rule does not apply, ■ 
but other rejections are possible; (3) if the | 
reissue claim is broader in some aspects, but ! 
narrower in others, then: (a) if the reissue 
claim is as broad as or broader in an aspect 
germane to a prior art rejection, but narrow- 
er in another aspect completely unrelated to 
the rejection, the recapture rule bars the 
claim; .(b) if the reissue claim is narrower in 
an aspect germane to prior art rejection, and 
broader in an aspect unrelated to the rejec- 
tion, the recapture rule does not bar the 
claim, but otta*r rejections are possible. 
Mentor is an example of (3)(a); Ball is an 
example of (3)(b). 

[11] In our case, reissue claim 49 is both 
broader -and narrower in areas relevant to 
the prior art rejections. Comparing reissue 
claim 49 with claim 42 before the May 1988 
and June 1987, amendments (see the tables 
at Appendices A and B), we see that claim 49 
is narrower in one area, namely, the bright- 
ness is "at least 59 ISO in the final pulp." 
This narrowing relates to a prior art rejec- 
tion because, during : the prosecution of 
the 179 patent, Clement added this bright- 
ness limitation in an effort to overcome 
Burns, dur comparison also revieals that 
reissue claim 49 is broader in that it elimi- 
nates the room temperature and specific en- 
ergy limitations of step (a), and the tempera- 
ture, specific energy, and pH values of steps 
(c) and(d). This broadening directly relates 
to several prior art rejections because, in an 
effort to overcome Ortner, Clement added to 
step (a) the limitation that it is carried out 
"at room temperature," and applies "specific 
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noted that the "rejection is not based -on the 
cancellation of the broader claims referred to 
in [the patentee's] brief. ... The fact that 
there were other claims whose cancellation 
did not constitute such a bar is immaterial." 
I<L 

We agree with the board's conclusion that 
the reissue claims are broader than the patr 
ent claims in a manner directly pertinent to 
the subject matter that Clement surrendered 
during prosecution. Therefore, it correctly 
applied the recapture rule, and we affirm the 
board's decision to sustain the examiner's 
rejection of claims 49-52. 

[12] Because we affirm the board's deci- 
sion on recapture, Clement cannot cure the 
allegedly defective declaration with respect 
to claims 49-52. As a result, we do not reach 
that issue. Because claims 1-18 are not sub- 
ject to the recapture rule, however, a defec- 
tive declaration would not, in and of itself, 
invalidate them. The Commissioner con- 
cedes this point and reminds that, because 
under 35 U.S.C. § 252 (1994) the surrender 
of the '179 patent does not take effect until 
the reissue patent issues, "original claims 1- 
18 continue to exist with their normal pre- 
sumption of validity," unaffected by the ex- 
aminer's rejection based on the allegedly de- 
fective declaration. We, therefore, vacate 
the board's decision to the extent that it 



rejects claims 1-18 because of the allegedly 
defective declaration. 

[13] Claims 1-18 alone cannot support a 
reissue application. See In re KeH 808 F.2d 
830, 830, 1 USPQ2d 1427, 1428 (Fed.Cir. 
1987) (Section 251 requires a change in "ei- 
ther the patent specification or claims."); In 
re Dim> 680 F^d 151, 152 n. 4, 214 USPQ 10, 
12 n. 4 (CCPA 1982) ("[I]t goes without 
saying that reissue of a patent in identical 
form with the original patent is not a possi- 
bility"). The '951 application would fail, 
therefore, to comply with section 251 even if 
Clement were to cure the allegedly defective 
declaration. 

Conclusion 

Accordingly, the decision of the Board of 
Patent Appeals and Interferences sustaining 
the rejection of claims 49-52, and to reject 
the reissue application is affirmed, and its 
decision to reject original claims 1-18 is va- 
cated. 



Claim 42 
Before Clement's Amendment on 
6/29787 

A method of treating a mixture of printed 
and contaminated waste paper in order to 
produce pulps for use in the manufacture of 
paper and paperboards, which method com- 
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Claim 42 
Before Examiner's Amendment on 
5/16/88 

A method of treating a mixture of printed 
and contaminated waste paper in order to 
produce pulps for use in the manufacture of 
paper and paperboards, which method com- 
prises: 



(a) forming an aqueous fibrous suspension of 
said waste paper at room temperature with- 
out deinking agents by applying specific me- 
chanical energy lower that [sic] 50 KW. 
H/Ton to form a pumpable slurry and to 
release the non-ink contaminants, from the 
surface of the paper fibers in the absence of 
deinking agents and without dispersing such 
non-ink contaminants as finely divided parti- 
cles throughout the fibrous suspension; 

(b) removing the released non-ink contami- 
nants from the fibrous suspension by screen- 
ing and cleaning; 



(a) forming a first aqueous fibrous suspen- 
sion of said waste paper at room temperature 
by applying specific mechanical energy lower 
that [sic] 50 KWH/Ton to form a pumpable 
slurry and to release the non-ink contami- 
nants, from the surface of the paper and 
without dispersing such non-ink contami- 
nants as finely divided particles throughout 
the fibrous suspension; 

(bj removing the non-ink contaniinants which 
have been released without dispersal as fine- 
ly divided particles from the first fibrous 
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. : : Claim 42^.^1 
Before'Clement's^Amendmentvon 



;■ Claim 42 
Before rExamine^s ; :Amendment on - 

suspension ;by screening and cleaning to form 
a secbnd aqueoiis fibrous suspension substan- 
tially free-bf nOn-jnk cdhtaminarits; ^; 

(c) after 'ilie step of ; removing' the non-ink 
contaminants softening the ink veWdes'ahd 
weakening their binding with the surface of 

rieous actibhS \ bf v(A) a >Hi^b ;tiemper^tiire : "be 1 ^ suspension "at acoife^ than: 15% ; 

tween;;S5!aiid %WC t M) &gh she^;Yoites.; to the ;si^fc^^ 

teriipe^tu^ 

shea£?brass; subs^jS^yi :doiTesFwnding to a; 



(c) softening tSe iAk ' vehicles and weakening: 
their binding ;With ; the surface bf the fibfer^' 
by submitting the , fibrous suspension , at , a. 
consisteh^.of ^6ref-.th^/l^. > ;ib the 'sMultk-' 



substantisdly : cbiTiespbriding ;tb a specific ,mef: 
chanical ^enerjgy., of more thai) 50 t IW.I^bn 
app)}^'at7ih^ said consistency 7pf:^o^^tium:' 
15% BnA (C) at lea^t one deinMng ageii£ 
under strong alkaline conditions having a pH 
preferably, greater than 9; ^ ....:;:< . v . ? -... 

(d)^ detaching the ink particles from the sur-.;. 
face of^ifie fibers and: dispersing : them into = 
the fibrous suspension by . submitting -the fit* ; 
roiis -suspension -to the simultaneous ; actions • 
of ■ (A) ■ high^ 1«hiperat^ between : 85' and * 
lSO'C; "(B) Wgh - shiear ; fortes substantially' 

gy Wiiiore ttan 

said consistency of more thkt v {&S]' I596^iand:- 
(C) at least one chemical dispersing agent, 



specific meeti^<^^^ jppre^ timh 6tt J 

KW.H/Ton;appH^ 

ihbre tiian i5% if -mdXC) :; at'ldkM'Me dahkihg 
agent under st?*png alkaline conditions haying . 

arpfl^Qfiatka^t^; t$&$r&tj%w; '4^^:^.^:^ 

fade! of the -fibeft ^dVtfej^irig, them onto 
the: second fibrous: suspensibniby submitting; 
the -second fibrous suspension to the vsimulta- :. 
neous^ctions 1 of ^(AjVhigh temperature be- : 
tween 85 - andv 130/C,' (B)-ttghr shear forces: 
substantiaUytbfr^^ me^ 
ch&nicaT ei&rgy^of ^^too^tti^^c] ^50-EW;^ 
I^^;app^atfS^ ; ^dS^^i&tency of 
mtire than 15% aiM (C) ,at* least one chemical 



under strong alkaline conditions having a pH dispersing ^nt,. under strong alkaline con- 

Vii rriiaw* 1 - 'iirvamfik'i *■ jo Sim*«rv^-^nfSii^ • 5 -fill f\ Vii crlttft* 1 



^xniitij^^ .^ i: ivViij.,io:u!?;ii^ ><••; .^:>a::^ 
vps;;5 ' phlUo^ VV*?."* 

(e) limiting the total duration of the ink softr 
ening and detaching steps ,(c) and (d) to a 
range between 2 and 10 minutes and 

(ft rfembving the detached ink particies fifbm 
the fibrous suspension to provide the degree 
of brightness required in the final product of 
the pulp; v 



ier - si 



enfefgy'; Inputs ^nd 
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the second fibrous susp^naon ; to provide tbe : 
degree tbf : brightness:- requa^ed = inuthe; ;fiiialj 
product bf ^epi^^L ^r^^jipic^q^ ,m>-* 

APPENDIX B ; n 

and; contamihatied- ^w^teip^>b ! in ^olrde^ tb' : 
produce : a pulp for use in the manufacture of 
pap&r ami : ps^*i1^ai^ j siaid ■■OT^'i^p^j: 5 
<^nf^^::^pK!^ ;fiilflti^; 



(a) forming a first aqueous fibrous suspen- 
sion of said waste paper at ro<m temperctium 
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ATTACHMENT—Contmued 



Patent Claim 1 
by applying specific mechanical energy lower 
that [sic] 50 KW.H/Ton to form a pumpabk 
slurry and to release substantially all of the 



Reissue Claim 49 
below the melting point of the non-ink con- 
taminants by applying specific mechanical 
energy sufficient to form a pumpable slurry 



non-ink contaminants including the stickles, and to release substantially all of the non-ink 
from the surface of the paper and mithout contaminants including the stickles, from thr 
dispersing such non-ink contaminants as fine- surface of the paper and mithout dispersing 
ly divided, particles throughout the fibrous such non-ink contaminants as finely divided 
suspension; particles throughout the fibrous suspension; 



(b) removing substantially all of the non-ink 
contaminants including the stickies, which 
have been released without dispersal as fine- 
ly divided particles from the first fibrous 
suspension by screening and cleaning at 
room temperature to form a second aqueous 
fibrous suspension substantially free of the 
non-ink contaminants including the stickies; 

(c) after the step of removing the non-ink 
contaminants softening the ink vehicles and 
weakening their binding with the surface of 
the fibers by submitting the second fibrous 
suspension at a consistency of more than 15% 
to the simultaneous actions of (A) a high 
temperature between 85*and (B) 
high shear forces substantially correspond- 
ing to a specific mechanical energy of more 
than 50 KW.H/Ton applied at the said con- 
sistency of more than 15% and (C) at least 
one deinking agent under strong alkaline 
conditions having a pH of at least 9; and 

(d) detaching the ink particles from the sur- 
face of the fibers and dispersing them into 
the second fibrous suspension by submitting 
the second fibrous suspension to the simulta- 
neous actions of (A) high temperature be- 
tween 85*and 180* C. f (B) high shear forces 
substantially corresponding to a specific me- 
chanical energy of more than 50 KW.H/Ton 
applied at the said consistency of more that 
[sic] 15% and (C) at least one chemical dis- 
persing agent, under strong alkaline condi- 
tions having a pH of at least 9 whereby 
higher specific energy inputs and higher 
temperatures are used to detach the ink 
particles from the fibers of the second fib- 
rous suspension after removal of the non-ink 
contaminants than are used on the first fib- 
rous suspension before removal of the non- 
ink contaminants; 

(e) limiting the total duration of the ink soft- 
ening and detaching steps (c) and (d) to a 
range between 2 and 10 minutes and 

(f) removing the detached ink particles from 
the second fibrous suspension to provide a 
brightness of at lesat [sic] 59 ISO [in] the 
final pulp. 



(b) removing substantially all of the non-ink 
contaminants including the stickies, which 
have been released without dispersal as fine- 
ly divided particles from the first fibrous 
suspension by screening and cleaning to form 
a second aqueous fibrous suspension substan- 
tially free of the non-ink contaminants includ- 
ing the stickies; 

(c) after the step of removing the non-ink 
contaminants, (1) softening the ink vehicles 
and weakening their binding with the surfaco 
of the fibers, and then (2) detaching the ink 
particles from the surface of the fibers and 
dispersing the particles into the second fib- 
rous suspension by submitting the second 
fibrous suspension at a consistency of more 
than 15% to the simultaneous actions of 
temperature, pressure, specific energy and 
chemical dosing sufficient to insure softening 
of the ink vehicles, 



detachment of the ink particles from the 
surface of the fibers and dispersion of the 
detached ink particles into the second fibrous 
suspension, whereby higher specific energy 
inputs and higher temperatures are used to 
detach the ink particles from the fibers of the 
second fibrous suspension after removal of 
the non-ink contaminants than are used on 
the first fibrous suspension before removal of 
the non-ink contaminants; 



(d) limiting the total duration of step (c)(1) 
and (c)(2) to a range between 2 and 10 
minutes and 

(e) removing the detached ink particles from 
the second fibrous suspension to provide a 
brightness of at least 59 ISO in the final 
pulp. 



